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Henry WaeatoN aANDp RoBERT DONALDSON, APPELLANTS V.
Ricuarp PETERS AND JouN GRricae.

Uopyright. From the authorities cited in the opinion of the court, and others
whieh might be referred to, the law appears to be well settled in England,

* that, since the statute of 8 Anne, the literary property of an author in his
works can only be asserted under the statute; and that notwithstanding the
opmxon of a majority of the judges in the great case of Miller v. Tuylot
was in favour of the common law right, before the statute ; it is still consi-
dered in England as a question by no means free from doubt.

That an author at common law has a propertyin his manuscript, and may
obtain redress dgainst any one who deprives him of it, or by obtaining a
copy endeavours to realize a profit by its publication, cannot be doubted :
but this is a very different right from that which asserts a perpetual and
cxclusive property in the future publication of the work, after the author
shall have published it to the world.

The argument, that a literary man is as much entitled- to the product of his
labour as any other member of society, cannot be eontroverted. And the
answer is, that he realizes this product in the sale of his works, when first
published.

In what respect does the right of an author differ from that of an individual
who has invented a most useful and valuable machine? In the production
of this, his mind has been as intensely engiiged, as long and perhaps as
usefully to the public, as any distinguished author in the composition of his
book, The result of their labours may be equally beneficial to society ; and
in their respective spheres, they may be alike distinguished for mental
vigour. Does the common. law give a perpetual right to the author, and
withhold it from the inventor? And yet it has never been pretended that
the laiter could hold, by the commen law, any property in his invention,-
after he shall have sold it publicly. It would seem therefore that the exist-
ence of a principle which operates so inequally, may well be doubted. This
is not a characteristic of the common law. It is said to be founded on prin-
ciples of justice, and that all its rules must conform to sound reason.

That a man is entitled to the fruits of his own labours must be admitted ; but
he can enjoy them only, except by statutory provision, under the. rules of
property which regulate society, and which define the rights of things in
general.

1t is clear, there can be no common lawof the United States. The federal
government is composed of twenty-four soveréign and independent states,
each of which may have its local usages, customs and common law, There
is no principle which pervades the union, and has the authority of law, that
is not embodied in the constitution or luws of the union. The common law
could be made a part of our system by legislative adoption, v

When 2 common law right is asserted, we look to the state in which the con-
troversy originated,

‘When the. ancestors of the citizens of the United States migrated to this
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country, they brought with them, to a limited extent, the English common
law, as part of their heritage. No one will contend, that the common law,
as it existed in England, has ever been in force in all its provisions, in any
state in this union. It was adopted only so far as its principles were suited
to the condition of the colonies: and from this circumstance we see, what
is the common law in one state, is not so considered in another. The judi-
cial decisions, the usages and customs of the respective states, must deter-
mine how far the common law has been introduced, and sanctioned in
each.

If the:common law, in all its provisions, has not been introduced into Penn-
sylvania, to what extent has it been adopted? Must not this court have
some evidence on the subject? If no crpyright of an author, in his work; -
has been heretofore asserted there, no custom or-usage established, no
judicial decisions been given; can the conclusion be justified, that, by the
common law of Pennsylvania, an author has a perpetual property in the
copyright of his works. These consideratiops might well lead the court to
doubt the existence of th.s law ; but there are others of a more conelusive
character.

In the eighth section of the first article of the constitution of the United States
it is declared, that congress shall have power ¢ to promote the progress of
science and the useful arts, by securing, for a limited time, to authors and
inventors, the exclusive righlto their respective writings and inventions.”
The word * secure,” as used in the eonstitution, could not mean the pro-

. tection of an acknowledged legal right. It refers to inventors, as well as
authors : and it has never been pretended by any one, either in this country -
or in England, that an inventor has a perpetual right, at common law, to
gell the thing invented.

It is presumed, that the copyright recognized in the act of congress, and
which was intended to be protected by its provisions, was the property
which an author has, by the common law, in his manuscript, which wounld
be protected by a court of chancery ; and this protection was given, as well
to books published under the provisions of the law, as to manuscript copies.

Congress, by the act of 1790, instead of sanctioning an existing perpetual
right in an anthor in his works, created the right secured for a limited time
by the provisions of that law.

The right of an author to a perpetual copyright, does not exist by the common
law of Pennsylvania.

No one can deny, that where the legislature are about to vest an exclusive-

' right in an author or in an inventor, they have the power to provide the
conditions on which such right shall be enjoyed ; and that no one can avail
-hinrself of such right, who does not substantially comply with the requisites of
the law. This principle is familiar as it regards patent rights; and itis the

. same in relation to the copyright of a book. If any-difference should be
made, as respects a strict conformity to the law, it would seem to be mmore rea-
sonable to make the requirement of the author, rather than of the inventor.

" The acts required by the laws of the United States, to be done by an author to
*secure his copyright, are in the order in which they must naturally trans-
pire. Tirst, the-title of the book is to be deposited with the clerk, and the
record he makes, must be inserted in the first or second page ; then the
public notice in the. newspapers is to be given ; and within six months after
‘the publication of the book, « ~opy must be deposited in the depagqtm'ent of state.
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It has been said, these are unimportant acts. If they are indeed wholly un-
important, congress acted unwisely in requiring them to be done. But
whether they are ummpnrtant or not, is not for the gourt to determine, but
the legislature ; and in what light they were considered by the legislature,
the court can only know by their official' acts. Judging of those acts by

- this rule, the court are not at liberty o say, they are unimportant, and may
be dispensed with. They are acts which the law requires to be done ; and
may this court dispense with their performance ?

The security of a copyright to an author, by the acts of congress, is not a
‘technical grant of precedent and subsequent conditions. All the conditions
are important : the law requires them to be performed, and, consequently,
their performance is essential to a perfect title, On the performance of a
part of them, the right vests; and this was essential to its protection under
the statute : but other acts are to be done, unless congress have legislated .

.in vain, to render this righi perfect. The notice could not.be published
until after the entry with the clerk; nor could the book be deposited with
the secretary of state until it was published. But they are acts not less im-
portant than those which arerequired to be done previously. They form a
part.of the title; and until they are performed tks title is not perfect.

Every. requisite under both the acts of congress relative to copyrights, is
essential to the title.

The acts cf congress authorizing the appointment of a reporter of the decisions
of the supreme court of the United States, require the delivery of eighty
copies of each volume of the reports to the department of state. The de-
livery of these copies does not exonerate the reporter from the deposite of
a copy in the department of state, required under the copyright act of con-
gress of 1790. The eighty copies delivered under the reporter’s act, are
delivered for a different purpose, and cannot excuse the deposite of one
volume as especially required by the copyright acts.

Ne reporter of the decisions of the supreme court has, nor can he have, any
copyright in the written opinions delivered by the court: and the Judgas of
the court cannot confer on any reporter any such right.

APPEAL from the circuit court of the United. States for the
eastern district of Pennsylvania.
The case as stated in the opinion of the court was as follows:
“ The complainants in their bill state, that Henry Wheaton
is the author of twelve books or volumes, of the reports of cases
argued and adjudged in the supreme court of the United
States, and commonly known as ¢ Wheaton’s Reports ;> which
contain a connected and complete series of the decisions of said
court, from the year 1816 until the year 1827. That before .
the first volume was published, the said Wheaton sold and
transferred his copyright in the said volume to Matthew Carey
of Philadelphia; who, before the publication, deposited a printed .
copy of the title page of the volume in the clerk’s office of the
district court of the eastern.district of Pennsylvania, where he
VoL, vii.—3 z '
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resided. - That the same was recorded by the said clerk accord-
ing to law, and that a copy of the said record was caused by
said Carey to be inserted at full length in the page immediately
following the title of said book. ~And the complainants further
state, that they have been informed and believe, that ¢!l things
which are necessary and requisite to be done in and by the
provisions of the acts of congress of the United States, passed
the 31st day of May 179C and the 29th day of April 1802, for
the purpose of securing to authors and proprietors the copy-
rights of books, and for other purposes, in order to entitle the
said Carey to the benefit of the said acts; have been done.

“It is further stated, that said Carey afterwards conveyed
the copyright in the said volume to Matthew Carey, Henry C.
Carey and Isaac Lea, trading under the firm of Matthew Carey
and Sons; and that said firm, in the year 1821, transferred the
gaid copyright to the complainant, Robert Donaldson. That
this purchase was made by an arrangement with the said
Henry Wheaton, with the expectation of a renewal of the right
of the said Henry Wheaton under the provisions of the said
acts of congress ; of which renewal he, the said Robert Donald-
son, was to have the benefit, until the first and second editions
of the said volume which he, the said Donaldson, was to pub-
lish, should be sold. That at the time the purchase was made
from Carey and Sons, a purchase was also made of the residue
of the first edition of the first'volume, which they had on hand ;
and in the year 1827 he published another edition of said
volume, a part of which still remains unsold.

“The bill further states, that for the purpose of continuing
to the said Henry Wheaton the exclusive right, under the provi-
sions of the said acts of congress, to the copy of. the said volame
for the further term of fourteen years, after the expiration of
the term of fourteen years from the recording of. the title of the
said volume in the clerk’s office as aforesaid ; the said Robert
Donaldson, as the agent of Wheaton, within six months before
the expiration of the said first term of fourteen years, deposited
a printed copy of the title of thesaid volume in the clerk’s office
of the district court of the southern district of New York, where
the said Wheaton then resided ; and caused the said title to be
a second time recorded in the said clerk’s office; and also
caused a copy of the said record to be a second time published
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in a newspaper printed in the said city of New York, for the
space of four weeks, and delivered a copy of the said book
to the secretary of state of the United States; and that all
things were done agreeably to the plovision' of . the said act of
congress of May 81st, 1790, and within six months before the
expiration of the said term of fourteen years.

“The same allegations are made as to all the other volumes
-which have been published ; that the entry was made in the
clerk’s office and notice given by publication-in a newspaper,
before the publication of each volume ; and that a copy of each
volume was deposited in the department of state.

“'The complainants charge, that the defendants have lately
published and sold, or caused to be sold, a volume called
¢ Condensed Reports of Cases in the Supreme Court of the
United States,” containing the whole series-of the decisions
of the court from its organization to the commencement of
Peters’s Reports at January term 1827. That this volume
contains, without any material abbreviation or alteration, all
the reports of cases in the said first volume of Wheaton’s Re-'
ports, ‘and that the publication and sale thereof is a direct vio-
lation of the complainants’ rights, and an injunction, &c. is
prayed.

The defendants in their answer deny that their publication
was an infringement of the complainants’ copyyright, if any
wey had ; and further deny that they had any such right, they
not having complied with all the requisites to the vesting of
such right under the acts of congress.”

The bill of the complainants was dismissed by the decree of
the circuit court ; and they appealed to this. court.(a).

The case was argued by Mr Paine and Mr Webster, for the
appellants; and by Mr Ingersoll, by a printed argument, and
Mr Sergeant, for the defendants. '

M Paine, for the appellants, contended :
1. An author was entitled, at common law, to a perpetual
property in the copy of his works, and in the profits of their

() The case was decided in the circuit court by Judge Horxinson, M
Justice Barowry having been absent on the argument and decision thereof.
The opinion of Judge Topkinson is inseiled in the Appendix, No. I1.
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publication ; and to recover damages for its injury, by an action
on the case; and to the protection of a court of equity.

The laws of ‘all countries recognize an author’s property in
his productions. In England, beyond all question, an author
had, at common law, the sole and exclusive property in his copy.
This was decided in Miller v. Taylor, 4 Burr. 2303, This pro-
perty was placed by its defenders, and they finally prevaileds
upou the foundation of natural right; recognized by the laws,
ordinances, usages and judicial decisions of the kingdom, from
the firs{ introduction of printing.

The opponents of literary property insisted, that an author
had no natural right to his copy ; and resorting to those laws
which are supposed to have governed property before the social
compact, they maintained, that because the copy was incapable
of possession it was impossible to have property in it. Mr J.
Yates, the great opponent of literary propzrty, and who has
plobably snid all that ever was or can be said against it, urges
that it is impossible to appropriate ideas more than the light or
air (4 Burr. 2357, 2365) ; forgetting that books are not made
up of ideas alone, but are, and necessarily must be clothed in a
language, and embodied in a form, which give them an indi-
viduality and identity, that make them more distinguishable
than any other personal property can be. A watch, a table, a
guinea, it might be difficult to identify ; but a book never.
Cited Blackstone’s Commentary and Christian’s notes, to show
the nature of literary property.

"The court are referred to the able opinions of Willis, J.
Aston, J., and Lord Mansfield, in Miller v. Taylor, 4 Burr. 2310,
2335, 2395. They agreed nof only, that an author had a pro-
perty at common law, but that it was perpetual : notwithstand-
ing the statute of Anne.

Not long after that decision, however, the question as 1o
‘the perpetuity of an author’s property, was brought before the
house of lords; and it- was there decxded that it was not per-
petual, ils duratlon being limited by the statute of Anne. Yet
even upon this point, the -twelve judges were equally divided
(if we include Lord Mansfield, who did not vote, as he was a
peer), and -there were eleven out of twelve who- maintained,
that an anthor had a property at common law, in his copy.

' Se(, Donaldson v. Beckett, 4 Burr. 2408 ; 2 Br. P. C. 129.
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The decrees of the star chamber show, that that court ad-
mitted and protected authors, as early as 1556. Maugham.
12, 13.  Ordinances of pmllament as early as 1641, recognize
and protect the owner’s property in his copy. These ordl-»
nances were several times repealed. Maugham 13, 14. In
1662 and 1679, acts of parliament ‘were passed, prolnbmng any
person from printing, without the conseiit of the owner of the
copy. Maugham 15, 16.

~ In the reign of Charles II., there were several cases in the
courts, in which the ownel,,slnp of the copy by authors, is treated
as the ancient common law : and in one case, the case in
Croke’s Reports, the right of the author was sustained, even
against the claim of the king’s prerogative to publish all law

" books.  Chief Justice Hale presided. Maugham 19 ; 4. Burr,
2316. »

In the reignof Anne, when the perpetual ownership of liter-
‘ary property whas -thus firmly established, the booksellers,
anngyed’ by the-pitacy of unprincipled and irresponsible adven-
turéts, applied to parliament for protection. A bill was accord-
ingly brought in for the purpose, entitled “an act to secure
the property of authors.” In committee, its title was changed
to that of “an act to vest authors with their copies, for the
times therein mentioned.” Maugham 20—27. And the act
declared, thatauthors should have an exclusiveright for twenty-
one years and no longer. Inn this shape it was passed.

Notwithstanding the strong and explicit terms of the statute
of Anne, botlr as to vesting the author with his right, and lim-
iting iis duration, (terms not to be found in our act); the courts,
by an- uninterrupted series of decisiens, from the passing of the
statute down to the case of Donaldson v. Beckett, maintained,
that.an author still had his original perpetual common law
right and property; and we have seen, that had Lord Mansfield
voted in that case, the twelve judges would have been equally
divided,

For a review of the common law property of an author, and
of the legislation upon the subject in England and the United
States, cited, the American Jurist, vol. 10, p. 61, &c., No. for
July 1833.

2. The common law property of an author is not taken away
by the constitution of the United States. The states have not
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surrendered to the union their whole power over copyrights,
but retain a power concurrent with the power of congress ;. so
far, that an author may enjoy his common law property, and
be entitled to common law remedies, independently of the acts
of congress. It is one of .those concurrent powers, where the
power of the state ceases, only when it actuallv conflicts with
the exercise of the powers of congress.

In the constitutional clause relating to the ughts of authors
and inventors, there are two subjects, distinct enough in them-
selves, and only united by the form of expression. This com-
prehensiveness of expression, we know, belongs to the constitu-
tion; and that the aim of its framers was brevity. The
expression is not so important, forin that instrument we are to
look for substance and intention,

Although united in this clause, and for the same purpose of
being secured by congress, the subjects of patents and of copy-
rights have litlle analogy. They are so widely different, that
the one is property, the other a legalized monopoly. The one
may be held and enjoyed without injury to others ; the other
cannot, without great prejudice.  The one is a natural right,
the other in some measure against natural right.

But because they both come from invention or mental labour,
and in addition, because they are so joined in the constitution ;
we have become accustomed to regard them as in all respects
alike, and equally dependent on the legislative favour for exist-
ence and profection.

Upon this point the counsel for the appellants argued at
large, that the principles which applied to copyrights were dif-
ferent from those which regulated the property of inventions
secured by a patent. That they were inserted in the clause of
the constitution for brevity and comprehensiveness. That the
framers of -the constitution probably designed to give congress
the complete and exclusive power over patents; but it did not
follow from this, that the same was introduced in relation fto
copyrights.

It is important to examine the true rules of construction
which are applicable to this clause in the constitution.

This is the first instance in which this court has been called
upon 10 prouounce, whether the power given in this clause is
an exclusive or a concurrent power; or as to the extent of the
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power conferred by it on congress. Consequently the rules
esi-*" -hed as to the construction of that instrument, have all
been in relation 1o other powers, and powers of a very different
character.

All the other powers in the coustitution conferred on con-
gress or yielded by the states, are national or political, and for
‘national and political purposes. This is the only instance of
a power being conferred, unless incidentally, over private pro-
‘perty. 'This is a power over private property, not incidental
to a national power, but with an immediate, primary and single
reference to the property. 'The rule of construction as to the
~ grant of the political and national powers may not be suited to
“this. "It has been held as to them, that a rule of strict con-.
‘struction was not to be adopted.

But the question here is as to private right. And the ques-
tion is whether the constitution takes away a private right, or
property at common law. . And why should we not apply the
same rule of construction to such a constitutional provision, as
we do to a statute, in derogation of common law right? The
rule is, that such statutes are to be construed strictly, becatse
they abridge the right. The reason of the rule extends to-the
constitution, whenever it is in derogation of common right.
For this rule see 10 Mod. 282; 4 Bac. Ab. 550, 650.

Other common law lules in relation to statutes affecting
private righits or common law rights, would seem to be pecu-
liarly applicable to this clause of the constitution; although
they may not be generally referred to as guldes in construing
the constitution. These will be found in 1 Bl. Com. 87; 1
Inst. 111, 115; 1 Bl. Com. 89; Plowd. Rep. 206; 13 Mod.
118; Plowd. 113 ; 1 Bac. 11, lb, 38;.1 Bac. 3, 5; 2 Barr. 803,
805; Com.-Dig. Action on-Slat. C. G.; Salk. 212; 19 Vin,
Ab. Stat E 6; 1 Story’s Com. 436, 351 387, 397, 41] 401 ;
Martin v. Huntt r, 1 Wheat. Rep, 320, 410.

With these gu)ual guides of construction, it is inquired
whether the power granted to congress by the constitution
transfers the whole subject of property of authors to the exclu-
sive authority and control of congress ; so that the property of
an author ceases to exist at.all, without the legislation of con-
gress : or whether it leaves the authot in the enjoyment of his
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property, as he had it before the adoption of the constitution ;
and merely atlempts. to improve what was supposed to be an
imperfect enjoymeént by authorizing congress to secure it.

This is not the question whether the power is concurrent or
exclusive. If thie author’s common law property is not taken
away, nor made wholly dependent upon the legislation of con-
gress ; but if congress possess the mere partial power to secure
it, then the property remains as_at common law, subject to
state legislation,-and the auxiliary legislation of congress,
Theé question now is simply as to a right of property. If we
take the rules above cited from Mr Justice Story’s Commentaries
as guides of ‘interpretation ; can there be a question as to the
nature of the, delegauon of power, or its extent or amount?
The delegation is to secure exclusive rights ; not to grant pro-
‘perty or confirm property, or grant rights or confirm or estab-
lish rights, but to secure uqhts

We are willing to admit that this language is broad enough,
and is adapted to transfer to congress the whole. legislation
and control over patents. There is at commmon law no pro-

~ perty in them ; there is not even a legal right entitled to pro-
tection. They liave a moral or equitable right, but unknown.
to the law. Congress, therefore, when authorised to secure
their rights, are authorised to do every thing; and full power
over the subject is delegated to them,

But it does not follow, that because congress are authorised
to create de novo, and to secure the right to patents by mere
force of the word secire, that they are therefore authorised by
force of that word to create de novo, and then secure copy-
rights. For a very different process would then take place in
relation to the two things. In creating patents they take
nothing away. They deprive the inventor of no property. .
He had nothing..and they gave him all merely by securing.
But.if by the word secure, they are authorised to give an author
all that he is afterwards to possess, the operation effects a total
deprivation of his common law property. 8o that to allow the
word ¢ secure,” to confer the same power over copyrights, as
over nghts to invenlions, is to make it a word of totally differ-
ent meaning and import in the one case, from the other. The
langnage is not ‘broad enough, nor is it adapted to the taking
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away of property or pre-existing rights. ~'We are therefore to
reject the-argument, that a copyright must exist and be held
solely under the constitution; because patent rights must be.

- What is there then in the delegation of the power to secure
an author’s exclusive rights, which should be construed to
deprive him of his property, and make him dependent wholly
on the security provided? Are not the words in themselves
plain and clear; and is not the sense arising from them distinet
and perfect? and if so, is interpretation admissible ? and if not,
i not the question settled? For it never can be pretended
that the naked words, authonsmg congress Lo secure rights,
take away or affect the property in which those ughts exist.

There would seem to be nothing, therefore, in the plain
meaning of the word secure, which should alter, affect, or take
away an author’s property-in his writings. Indeed, it seems
too plain to admit of aigument, that when the constitution
authorises congress to secure an acknowledged pre-existing
. right, and does not autherize them to grant it; it is an express

declaration that it subsists, and is to subsist, independently of
their power. _

But it may be said, that all the author can ask, or have, is
security for his rights, and that this is all he had at common
law : and that the constitutional clause does not take away
his security, or any part of it, but only transfers to congress the
power and duty to secure him, which before belonged to the
states.

We answer, that if this construction is derived from the im-
port of the words themselves, it is strained beyond all bounds

“allowed by the rules of construction. There is the strongest
reason to believe, from the language of the constitution, that
those who framed it, adopted it with a particular view to pre-
serve the common law right to copyrights untouched. If this
clause in the constitution is to be construed:as taking away
the author’s common law right, it deprives him of a part of
the security he had ai common law; and does more than
merely transfer to congress a power and duty which before
‘belonged to the states. It is, then, asked, whether the word
secure can” be found to possess any such meaning as to take
“away, and diminish, and disturb, either by the :common law
or constitutional rules of construction.

VOL. VIIL.~—4 A



602 SUPREME COURT.

[Wheaton and Donaldson. v. Peters and Grige.]

The meaning of the clause of the constitution, when tried
by the usual rules of interpretation, is shown to be as con-
tended by the appellants. Cited, 19 Viner’s Abr. 510, E. 6;
and see 3 Inst. 2d ed. ; Plowden 113; 1 Ch. Pl 144; Almy
v. Harris, 5 Johns. Rep. 175; The President, &c. of the
Farmers’ Turnpike Road v. Coventry, 10 Johns. Rep. 389.

-Ohief Justice Marshall (12 Wheat. 653, 654) lays great
stress on the framers of the constitution having been acquaint-
ed -with the principles of the common law, and acting in
-reference 1o them. Most of them were able lawyers; and
certainly able lawyers drew up, and revised the instrument.
Are we, then, to believe, that if they had any design to tnke
away the common law right, or to authorize congress to take
it away or to impair it; they would, knowing the rules of con-
struction cited, and like common law maxims, have used the
language they have? There is the strongest reason to believe,
from the language, it was adopied for the purpose of preserv-
ing it, and to reserve from congress any power over it.  This
probability arises, almost irresistibly, from the language used;
and under the circumstances that it was used.

The case of Donaldson v. Beckett was decided in the house
of lords in 1774. 'This case, and all the law on this subject,
discussed and decided by it, must have been known to the
lawyers of the convention. The opinion of the judges in the
case of Miller v. Taylor, must also have been familiar to them.

From the statute of Anne, then, down to 1774, there had
been in England a continual contest’ about the words of that
statute, and whether it was a statute to secure a right already
existing. It agitated the literary world especially, because it
belonged to them; and it agitated the courts. Cases of une-
qualled importance arose out of, and were decided upon the
use of these words. Yeates, J. calls the case of Miller v. Tay-
lor, a case of “great expectation.” This case occurred in
1769, and immediately followed the still greater case of Don-
aldson v. Beckett, in which the twelve judges gave each an
opinion in the house of lords. 'These cases, therefore, occurred
and were reported a few years before ithe adoption of the con-
stitution.

Had the convention designed to take away, or to authonze
congtess to take away the common law property, they would
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have used the words vest, or grant, and would have carefully
avoided the word secure.

But what reason can be discovered why the framers of the
constitution should wish, or intend to take away, or authorize
congress to take away the common law right.  What was
the mischief they had in view ?

Will it be said that the public have rights as well as the
author; and that it is impolitic to allow a perpetual right?
Suppose we grant it. Yet, what has the constitution to do
with a mischief like this? It does not require a national
power to cure it. 'The states were fully adequate to provide a
remedy themselves. And the states gave congress no powetrs,
which they could as well exercise themselves. Will it be pre-
tended that the states could not regulate, limit or take away
the right within their own territories; and that.it was necessary
to empower congress to do it?

Will it be said that it was designed to take from the states
their power over copyright, lest, if a state were to protect the
rights of authors, the citizens of other states might be curtailed
of their rights within that state'? The answer is obvious.
No person can have any rights opposed to the author’s. He
has the property, and it cannot stand in the way of another’s
property or rights.  Besides, the objection goes to the whole of
state legislation on any subject : for a state may, by its laws,
curtail or affect the rights of citizens of other states, in other
particulars, and why be so careful to prevent them in this?
As we have already shown, copyrights have, in these respects,
none of the mlschlefs attending them which attend a right to
inventions.

There could be but one ‘possible motive for making copy-
rights a national concern; and that was because the states
might not, or could not, individually, afford them a just protec-
tion. " From this single motive, what intention are we to infer ?
That, and that only, apparent on the face of the constitution.
An intention to secure the right.

Why is it, however, that if the public good was had in view,
by the framers of the consiitution, and not the author’s benefit
singly, either as regards patents or copyrights, that they did
not undertake to guard the citizens of the several states against
the protection which the states might afford to inventions intro-
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duced from abroad. For that, as well as for the printing
of fmelgn books, a state might, if it chose, grant monopolies.
But this, and other mlqcluefs to spring from state legislation,
it 'was thought proper to provide against.

It is contended that the case of copyrights is one within
the concuirent powers of the United States, and the states. It
is not within either of those kinds of exclusive powers enumer-
ated in the Federalist (No 34), but belongs to the other class
of powers.

What is the power here? A power to secure the right of
authors. And the question is whether the states may not pro-
tect and enforce the common law right, while the United States
secure it. - Is such a power totally and absolutely contradic-
tory and repugnant ?  Is it not, on the contrary, perfectly con-
" sistent with the other. It is as consistent as a common law
remedy is with a statute remedy ; it is the same thing. Both
may exist and act in concert, and no conflict can occur, unless
the state undertakes to deprive an author of what congress
has secured to him. If that were a reason for taking away
the state power, it would be a reason for depriving them of all
power : for so long as they have power to legislate, they can.
pass laws to interrupt those of congress. It is impossible to
imagine a case where a power of congress could receive so lit-
tle interruption from the legislation of the states; because this
isa power primarily over private right, and not for national pur-
poses ; ‘and it is the only one of the kind in the constitution.

The opmlons of this court have been uniform, that a con-
current power in cases like this, might exist and be exercised
by the states. See Houston v. Moore, 5 Wheat. Rep. 48 to
56 ; also Mr Justice Story’s Commentaries 421 to 433.

It is believed that if the states have resigned to congress
their power over copyrights, and have none remaining in them-
selves, yet that they have given the power to congress with a
qualification and limitation, and have coufined it in their
hands, as they had power to do, simply to securing the rlght
of the author. If they have any power besides this, it is
merely to abridge the period.

Next. Have congress impaired the author’s right ? That
is, supposing the common law remedies to- be gone, and that-
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the author can have no remedy unless. he has published the
record, and deposited the copy in the secretary of state’s office.

It is answered that they have most essentially. They have
entirely changed, and unnecessarily, the whole title which ah
author had at common law, and the evidence on which it
rested. They have taken from him the natural common law
title, and the evidence to support it; and have given him one
of a most artificial and difficult chatucter. And is not a man’s
title to property, his evidence of ownershxp, a part of the pro-
perty itself, a part of its value? Is it not this which dis-
tinguishes real from personal estate, in some measure; and
gives it a higher character? Suppose a man were to lose his
title deeds, or one of them, what would be the value of his
property ?

What title had a man before the - statute, and what has he
now ? - Before the statute, it-was sufficient for him to prove
himeelf the author. This he could do by proof, in pais, in a.
thousand ways. = The proof of this is easy and imperishable,
because it is the natural proof. The name of the author on
the book, possesswn and claimh of title alone, or first publi-
-cation, would be prima facie sufficient evidence. -And these
are inherent, and inseparable from almost every case, as a part
of its natural incidents.

But suppose he must, as is contended, prove a compllance
with the requisites of the statutes. He is driven from all his safe
and easy common law proof. - There can be no such thing as
prima facie evidence offered.” Must he prove the publication for
four successive weeks, forty-two years after it was made? Is
he to keep a file of newspapers, and if he does, what proof has
he of publication? How is he to prove the delivery of the
volume? The law provides for no record. He must call a

witness, and then he cannot be safe for forty-two years, unless
he files a bill to perpetuate testimony. The evidence in the
case establishes the difficulty of such proof. Can a statute,
which thus loads a right with burthensome_and needless re-
gulations, and makes it wholly dependent on accidental mis-
take or omiission, where it was free from them. both, be said
not to impair an author’s common law right of property ?

If, then, congress have not the powet to impair the author’s
propery, and if the requisites as to publication and delivery of



606 - SUPREME COURT.

{ Wheaton and Donaldson v. Peters and Grigg.]

the copy, if made conditions precedent, do impair it; they are
so far unconstitutional ; and the appellants have a right to
claim the benefit of the act without performing them.

4. A citizen of -one state has the same. common law pro-
perty in his.copy, in other ctates, as the citizens of these states
can have ; and the common law property exists in the state of
Pennsylvania : - consequently, the complainants are entitled to
a copyright at common law in that state, and can have a -
remedy in- the circuit court of the United States, for its viola-
tion, independently of the provisions of the act of cbngreSS ;
the citizenship of the parties giving the state jurisdietion.

- The constitution of the United States provides, that ¢the:
citizens of each state shall be entitled to all privileges and im- -~
munpities of citizens of the several states.”

The constitution, by this provision, designed to make, and
does in fact make us one nation, living. under the same laws.
It designed to give to all the citizens of the United-States, not
‘merely the benefits and privileges secured to them by national .
laws, but the benefit of all the laws of all the states, and the
privileges conferred bythem. Under this provision, a citizen of
New York has all the privileges of the laws of Pennsylvania,
whatever they may be.

It is this provision which makes us one nation, and this only.
It is this alone which gives to all the citizens of the United
States uniform and equal civilrights throughout all the territories
of the nation. . Other constitutional provisions secure political
advantages ; but without this we should be a mere league, and
not a nation. We should be several distinct nations, Vattel
says (p. 159, book i. ch. 19), the whole of & country pos-
sessed by a nation, and bubject to its laws, forms, as we have
said, its territories, and it is a common country of all the indi-
viduals of the nation.”

In this sense of a natlon, this provision of the constltuuon
raakes us one; and makes all the states the common country
of all the individuals of the nation. :

An author then, who is a eitizen of one of the states, is
entitled to have his property in his copy protected in every
other state, according to the laws of such state ; without the aid
of any national law. The only question is, do the laws of the

- slate give an author a property in his copy ; for if they do, who
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shall say he is not entitled to' enjoy his property under such
laws, as much as any cther kind of property 7 Has not. a citi-
zen of New York ‘a right to hold lands, or any other kind of
property under the laws of Pennsylvania ¢ And if that state
were to attempt to deprive him of ‘the same rights as her own
citizens enjoy, would it not be a violation of this clause of the
constitution ? The truth is, a citizen of New York is, so far as
all his civil rights and privileges are concerned, a citizen of
Pennsylvania. See Mr Justice Story’s Commentaries 674, 675.

An author’s copyright at common law exists in Pennsyl-
vania.

The American colonies brought hither, as’ their birthright
and inheritance, the common law, so far as it was applicable
to their situation. Judge Chase, in United States v. Worrall,
1 Dall. Rep. 384. :

Chief Justice M’Kean, in 1 Dall: Rep. 67, says, the common
law has always been in force in Pennsylvania. Statutes made

“ before the settlement of the province have no force, unless con--
venient, and adapted to the circumstances of the country ; all
made since, have no force, uniess the colonies are named See
also page 74.

There never was a statute in Pennsylvania rewative to copy=-
right; and the statute of Anne was passed after the settle-
ment of that state : the common law therefore prevails there.

- 5. The publication of the record in the newspapers, and the
delivery of the copy to the secretary of state, are not made
conditions precedent at all by the acts of congress, or if at all,
only as to the right to the security provided by the acts. A
non observance of .the statutory directions in these particulars,
does not deprive the author of the ordinary remedies by an ac-
tion on the case and bill in equity. Besides, the publication of
the record, and delivery of the copy, were at most intended
only as a means of notice of the author’s right; and actual
notice, in this case abundantly shown, dispenses with those
modes of constructive notice.

“After stating’ the particular vplOVlSlonS of the act of 179(), the
counsel proceeded to argue, that, on the proper construction of
the act, the publication of the record, or the delivery of the
copy, is not in any way-connected with the right; and the
delivery of the copy has nothing to do, even with the penalties
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‘and forfeitures imposed by it. The provisions of the act are,
in some respect, similar to those of the statute of Anne; and
it must have been drawn with reference to it. - Congress, by
this law, did not think proper to impose all the penalties which
are found in the act of Anne; because they were engaged in
discharging their constitutional power of securing the anthor’s
right. » _

. The copy to the secretary of state is a mere donation from

the author. Congress give him no equivalent for it. The
clerk is paid for the record; and what do government give the
author for the copy, but security? Have they a norht to sell
the security ; to put a price on the exercise of their constitu-
tional powers? “What tight. does the constitution give them to
" require a donation from the author? And will it be believed,
that they intended to forfeit his property if he did not furnish it?
- The month which may elapse after the right attaches, and
before publication, and the six months before depositing the
copy ; show, that these things are not conditions precedent,
Natural rights are generally known by their own incidents.
.Property always carries with it its own indicia of -ownership ;
and literary property not less than any other. The super-
uddition of record evidence, the highest known to law and all
that is required of ownership of real estate, was probably
deemed sufficient by congress ; and they, therefore, required
no other of the right of an author. - It would be a fair presump-
tion, that when they had required enough, they would not go
" on to require a superfluity. v

But the publication of the record and delivery of the copy
have been held, by a very numerous, learned and able court,
on full argument (the court of errors in Connecticut, composed
of the twelve judges), to be only directory ; and to have nothing
to do with the author’s right. = Nicholas v. Ruggles, 3 Day’s
Rep. 145.

But it is said, that although the publication and delivery of
the copy, are not conditions precedent by the act of 1790, they
are made so by the act of 1802 ; and that this has been decided
in the case of Ewer v. Coxe, 4 Wash. 487, as to the publica-
tion of the record.

The counsel then ploceeded to comment on the decision of
Mr Justice Washington, in the case nefel red to; denying that
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the language said by him to be contained in the first section
of the act of 1802, was contained in it ; and asserting that the -
meaning of the words used in the section, had been strained
by the judge. He contended, that the act of 1802 was not
intended to operate on the provisions of the preceding law, but
only to refer to them as established by that law.. There is no
enacting language in the latter law ; and without enacting
1angu{\ge, it can be no enactment. '

It is the duty of this court, before it allows. property to be
sacrificed, even if the words of an act are clear and free from
doubt on théir face; to look carefully at the intention of the
legislature, to look at the spirit of the law and its consequen-
ces, and at the old law, the mischief and the remedy.

The counsel then went into an examination of both the
 statutes, for the purpose of showing that, applying these princi-
ples, the construction of those acts should be such as was
maintained by the appellants. In the course of this examina-
tion, he cited, 19 Vin. Abr. 510, E. 6; Plowd. 111; 2 Insti-
tutes 200; 1 Bl Com. 87; University v. Beyer, 16 East
316 ; Postmaster General v, Early, 12 Wheat. 148.

The act of 1802 does not make the publication and delivery
conditions precedent, because it is impossible they should be
so. The first act vests the right on recording the title. It
then gives two months to publish the record, and six menths
to deliver the copy. A condition precedent is an act to be
done. precedently ; and it is impossible to publish the record
until the record is first made, and the right attaches on mak-
ing the record. ’

The act of 1802 declares that the author, ¢ before he shall
be entitled to the benefit of the uct” of 1783, shall, “in addition
Lo the requisites,” &c. Now what was the benefit of that act ?
It is entitled an act to secure the author’s right; and the power
of congress is to secure the right,i. e. an existing right. How
does the act secure the right? Only by penalties and forfeit-
ures. It gives no action on the case, no bill in equity ; and if
it had given them, it would have beei, as to them, wholly
inoperative, for no court had jurisdiction of them. What then
was meant by ; what, in-fact, was, the ¢ benefit of that act 7’
Certainly the penalties and forfeitures ; nothing else.- We

VOL. v1II.—4 8
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claim the benefit of the act of 1819, which expressly gives a
bill in equlty, and the circuit court ]urlsdlcuon

It is in vain to say that the acts in quesuon are.conditions
precedent to the right. The right itself is recoamsed by the
constitution and law, as-an existing right ; and the right is not
given by the act, but is only secured by it. The security, as
we have shown, is the penalties and forfeitures, which we do
not now claim. The action on the case is a remedy founded-
.on the right, and not on the statute which gives none. ~ And
this bill is founded on the right, and on the act of 1819. We,
therefore, get neither the right nor remedy from the act of
1790 ; and what benefit do we claim from it ?

In support of the construction thus contended for, were
cited, Rules of Construction found in 6 Bac. Abr. 379, Statute
1,pl. 1; 383, pl. 4,5; 387, pl. 6; 391, pl. 10; 19 Vin. Abr. 519,
Statute E. 6, pl. 86 ; 520, pl. 96; 525, pl. 129 ; 524, pl. 119;
528, pl. 156 ; 5 Vin. Abr. Condition 2 a. pl. 2, 3, 4, 5; 528,
pl. 154, 158.

It is agreed that the object of the requisites in the act is to
give notice, and statutes, however strong their language or
positive their enactments, which require things to be done
101 Tiotice, are held not to apply ; and that their provisions need
rot be complied with, where actual notice is proved. - Such
are the registry acts, and other similar acts, which declare
that instruments shall be absolutely void if not recorded. = T.e
Nevé v. Le Nevé, 2 Atk, Rep. 650; Jackson ex dem. v. Bur-
gett, 10 Johns.Rep. 460 ; Jackson ex dem. v. West, 10 Johns
Rep. 466.

It is fully shown.by the evidence that the defendant had
notice; and a part of that evidence shows that the claim of the
appellant, Mr Wheaton, was admitted. '
~ 'The rule is that the provisions of the registry acts do not
apply except in cases of bona fide purchasers. Whatis a bona
fide parchaser? A purchaser without notice ; no matter what
his property, or his attempt to get it, has cost him. Is Mr
Peters a bona fide purchaser ?

It is objected that the record of some volumes is taken out
as author and proprietor. In answer we say, it is the clerk’s
duty to make out the record ; and we cannot be held to forfeit
our property, because he has not done it correctly.
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But the record is right.  As author, and not having parted
with the right, Mr Wheaton was also proprietor. The act is
adapted to a proprietor as well as author, and to enable a pro-
prietor who is not the author to secure a copyright. In our
case Mr Wheaton is described as author, and the super-addi-
tion of proprietor is mere surplusage.

6. The directions of the acts of congress as to the publica-
tion of the record and delivery of the copy to the secretary of
“state ; and the renewal of the right to the first volume have .
been complied with; and the complainants have.offered all the

proof they are hound to offer of those facts.

In support of these positions, the counsel referred to the evi-
dence in the record.

As to the delivery of copies to the secretary of state, he
stated, that the law is silent as to any proof. It directs no
memorandum of the deposit to be made. The presumption,
therefore, is, that none is made.  And, in fact, they did not
begin to make any until about the close of these volumes.

It appears, that certificates were given, sometimes, latierly.
But the law does not -direct them, does not know them ; and
why should one take them? "Would they be evidence of any
thing if he had them? And Mr Brent proves the greatest
irregularity as regards certificates and memoranda. Mr Carey
proves the same thing.

But the law does say, that the secretary of state shall pre-
serve the copies in his office. This then is the evidence
required by law, that the volumes have always been in his
office, since within six months of theii publication. And this
is proved by Mr Brent’s deposition. The volumes are and have
been there. It is for them to show that they were not placed
there by us under the law.

How can we prove, by parol, facts which occurred from six-
teen to seventeen years before the proof taken in this cause?
The proof must be by parol ; and such proof the.law presumes
to be out of men’s power after the lapse of six years, Without
the copies having actually been found there, the law would
presume that an act enjoined by law to bé performed, was per-
formed after such a lapse of time, It woald presume it in
favour of right and natural justice against a wrong doer. See
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a case of presumption, even of the enrolment of articles of
apprenticeship, against positive evidence’ to the contraiy. The
King v. The Inhabitants of Long Buckley, 7 East 45.

But we have proved, positively, by the evidence of Mr Brent,
that eighty copies of every volume were delivered under the
reporter’s salary act, within the six months after publication.
The four acts of congress a]lowing the reporter his salary, also
provide, that he shall within six mounths deliver eighty copies
to the secretary of siate ; one of which he is to keep and trans-
mit to his successor in ofﬁce, of course to be preselved in the
office.

- The fact is, that eighty-one copies were sent, but the law
giving the salary, not requiring more than eighty, the papers
in the department under these acts speak of but eighty ; and
all being sent to the department together, is the reason why
there was no minute, or memorandum, cr certificate, as in
some cases under the copyright law.

And is not this within the letter of the copyright law, the
delivery of the eighty copies alone? And if we have complied
with the letter of the law, ought it not to save us from a for-
feiture of our property ? Is it not within the spirit of the law ?
The judge in the court below insists it is for notice ; the coun-
‘'sel insist it is for notice. And is it not as good notice, if it is
there under one law, as under the other? But the judge who
decided the case below says, that it is not required under the
salary law-to be kept in the office. It is submitted, that it is
as much required to be kept there under one law as another.
At all events, the condition, if it be a condition precedent, is
substantially performed by it ; and this, as has been shown, is
sufficient.

The copyright for the firsu volume of Wheaton’s Reports was
renewed in New York, the place of residénce of the author,
This was done before the publication of any volume of the Con-
densed Reports, containing any of the matter in Wheaton’s
Reports. Mr Wheaton had not parted with his property in
them ; and by thé third section of the act of 1790, it is required
that the title shall be deposited, and the record made in *the
clerk’s office of the district court where the author shall 1es1de »

Law reports, like other hooks, are objects of literary: proper&y ;



JANUARY TERM 1834. 613

[Wheaton and Donaldson v. Peters and Grigg.]

and Mr Wheaton was the author of the reports in question in
this case, and entitled to the copyright in them. The other
complainant, Mr Donaldson, has a limited property in the copy
by assignment from Mr Wheaton.

It was pever doubted in England, that law reports were the
subject of copyright. The ouly question was, whether the pre-
rogative of the crown did not monopolize all law books, so as .
to exclude an author’s right.  Cited in support of this point,
Roper v. Streater, Skin. Rep. 234 5 .4 Burr, 2316, 2403 ; Ton-
son v. Walker, 3 Swanston 673; 3 Ves. 709; 2 Bro. Pail.
Cases 100.

The prerogative right, however, is now abandoned, and has
‘long been in England. Mougham, 101, says, “it is now
treated as perfectly ridiculous.” Godson says the same thing.
(Patents 322, 323). See 4 Burrows 2415, 2416, as to the
reason of.the prerogative. It there appears the king. intro-
duced printing into England.

It is not necessary, however, to produce cases to prove a
right so obvious, until cases are produced or principles estab-
lished which show that it does not exist. There are neces-
sarily but few cases, because the right has not been questioned,
One fact is.enough, without cases. We know the great price
of law reports in England, and we know, of course, that but
one person does publlsh, viz. the proprietor: that there are
never contemporancous editions of the saume reports : that a
single whole edition is exhausted before another is published,
and sometimes lasts half a century.  Why is this? Who pre-
vents enterprize and cupidity from participating m this field ?
What can it be except the copyright ?

As to the objection that the matter of which the. report is
composed is not original ; we answer this is wholly unnecessary
in copyright. There is ‘no analogy in that respect between
copyrights and patents. A man who makes an Encyclopedia
may have a copyright, although he does not write a word ot
it. And 1~ Carey v. Kearsley, 4 Esp. Rep. 168, where it was
attempted to show that the survey in which the copyright was
claimed, was made at the expense of the post office, and that
the copyright belonged to the post office, Lord Ellenborough
said, “I do not know that that will protect the defendant.
At law the first_publisher, even thongh he has abused his trust
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by procuring the copy, has aright to it ; and to an action against
‘the person who publishes it without authority from him.”

The salary of the reporter was never designed to be a com-
pensation in full, and to deprive him of his copyright. Had
such an effect been intended, or thought of, it would -have been
expressed.: . It stipulates an equivalent for the sum allowed
him, or a greater part of it, viz. eighty copies. When con-
gress, by the last reporter’s act, reduced the price of the volume
to fire dollars, the copyright was considered.

Mr Wheaton published his first volume without a salary.’
He had been appointed reporter by the court, and was looking
‘to the profits of the copy as his only compensation. But it
was found unequal to the labour and time, and in truth no
compensation. In this state of things, to enable him to go on,
congress give him one thousand dollars (for which he gives
them back eighty copies); and say nothing of its being an
equivalent for his copyright. The copyright was established in
England and in this country, befdre the law was passed. And
is established property to be taken away by implication? Does
any one believe that Mr Wheaton would have spent half a
year or more in making and publishing these reports, if he had
supposed he had not the copyright? After deducting the
eighty copies, the thousand dollars would not leave enough to
pay the expenses of a gentleman in Washington during the
term, and going and coming. Besides, he took steps to secure
his copyright every year. It was considered-a copyright book.
Congress saw this and knew it. Their laws with him were
contracts, made under a full knowledge of existing facts. And

“shall it be said, when they made no exception of the copyright,
and knew that he relied on it, that they intended to deprive |
him of it? It would have been a fraud unworthy of ‘congress;.
as it would have been disgraceful to an individual. Other
reporters in this country, in the state courts, who had salaries,
had -always secured their copyright; (even Mr Peters has
secured his), and the right to do so was never doubted.

Mr Wheaton published -the first volume without salary;
consequently this objection cannot apply to that. .

As to the cases and abstracts, they are clearly Mr Wheaton’s -
own composition. He acquired the right to the opinions by
judges’ gift. -They invited him to attend at his own expense
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and report the cases ; and there was at least a tacit engagement
on their part to furmsh him with such notes or written opinions
as they might draw up. This needs no proof: it is the course
of things, and is always done. The mere appointment proves
all this. Was this engagement, this understanding, ever alter-
ed? Do not the judges of this court know that-Mr Wheaton
believed he was acquiring a property in hisreports? Did they
not suppose he would be entitled to it, if he took the necessary -
steps to secure it 1 _

- Were not the opinions of the judges their own to give away !
Are opinions matter of record, as is pretended ? Was such a
thing ever heard of? They cannot be matters of record, in
the usual sense of the term. Record is a word of determinate
signification ; and there is no law or custem to put opinions
upon record, in the proper sense of that term. Nor were they
ever put on record in this case. - They were given to Mr
Wheaton, in the first instance. - Blackstone, 1 Comm. 71, 72,
shows that the reasons of the court are not matter of record.

The copy-in the opinions, as they were new, original and
unpublished, must have belonged to some one. If to the
judges, they gave it to Mi Wheaton.” That it did belong to .
them is evident ; because they are bound by no law or custom
to write out such elaborate opinions. They would have dis--
charged their duty by delivering oral opinions. What right,
then, can the public claim to the manuscript? The reporter’s
duty is to write cr take down the opinions.  If the court choose
to aid him by giving him theirs, can any one coraplain ?

. But we allege and prove that Mr Wheaton was the author
of the reports ; that he published them: ™This is enough to
entitle him to a copyright, until they prove that he is not.
‘The burden of proof is on them. (See Carey v. Kearsley,
4 Esp. R. 168, already cited. )}

It is contended that it is against public pohcy to allow re-
ports to be copyrighted. And extravagant suppositions are
made, as, that an author might destroy them, or never pub-
lish them, or-put an unreasonable price on them.

Is one to be divested of property, is a common rule of law to
be overthrown, because the imagination of man can devise a
dange1 which may arise, however improbable ? And besides,
in thls case the reporter would lose his salary ; and in all cases
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he must lose his place, if he were guiltv of any of such absur-
dities.

As to enhancing the price, which is one of the evils appre-
hended, {f the author were to do it unreasonably he would
lose his place ; and he must always do it to his own injury, for -
he would lose his sales and profit. In England, the statute of
54 Geo. III., amending the statute of Anne, omits the provision
ln the statute of Anne intended to prevent too high a price.
This shows that experience had proved that no such evil was
to be apprehended. In Germany, where a free, perpetual
copyright exists, books are cheaper than any where else in the
world. (Maugham 14, 15.)

Congress had power to apply the remedy, and they did apply
it, when they thought proper, by fixing the price.

Itis attempted to put judicial decxsxons on the same: ground
as statutes. It is the duty of legislators to promulgate their
laws. It would be abswrd for a legislature to claim the copy-
right ; ‘and no one else can do i it, for they are the authors, and
cause them to be published without copyright. Statutes never
werecomvrighted.  Reports always have been.

- It is said that one employed by congress to revise and pub-
Ilsh the statutes, might as well claim a copyright as.a re-
porter. The difference is, one is employed to act as a mere
agent or servani, or clerk of the legislature, to prepare the
laws to be properly promulgated. He is engaged to do what
it is well understood never is copyrighted, and does not. admit
of copyright. There is a distinct understanding, a contract,
that he is to do the work for his compensation, and not to claim
a copyright. But a veporter is not an agent employed by con-
gress. He is, and is understood to be engaged for himself, as
principal ; and congress buy eighty copies, and add a salary to
his. profit from his copy. He was doing before the act what it
was understood he could copyright, and what he did copyright;’
and the act does not intimate that there was to be any change ;
and he went on copyrighting, and they renewed his salary
without any objection or stipulation.

- It is the bounden duty of government to promulgate its sta-
tutes in print, and they always do it. Itis not considered a
duty of government to report the decisions of courts, and they
therefore do not do it The oral pronunciation of the inde-
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ments of courts is considered sufficient. Congress hever em-
ployed a reporter, and they never gave any one any compen-
sation, before Mr Wheaton. Mr Cranch reported without.
compensation, and relied upon his copyright; and Mr Whea-
ton continued, with a full understanding that he was to report
in the same way.

_Are the court prepared to deprive all the authors of reports
in this country of their copyrights ? Of property which they
have laboured to acquire, with the full belief, of ail others as
well as of themselves, that they were to be legally entitled
toit?

8. The publication of the defendants is a violation of the,
complainants’ rights.

The quo animo of the publication is important. An abridge-
ment was not contemplated ; and the work was intended to be
supplied at less cost. This is stated in the proposals annexed
to the bill. The answer admits the decisions contained in
the third Condensed Reports to have been previously publish-
ed in Wheaton’s Reports, and that it is intended to continue
the publication of the same. It is denied in these papers that
Mr Wheaton could have a copyright ; and if he could, that he
has taken the necessary steps to secure it,

The actual violation of the complainants’ rights consists in
having : first, printed the abstracts made by Mr Wheaton ;
secondly, in taking the statements of the cases made by Mr
Wheaton, verbatim, from Wheaton’s Reports; thirdly,in having
taken points and authorities, and, in some instances, the argu-
ments, and in all cases oral opinions from Wheaton’s Reports,
and for which, of course, no materials could be found elsewhere;
fourthly, in having printed the whole of the opinions, which,
it is not pretended, were found elsewhere. Noresort was had
to the records for the statements of the cases.

The Condensed Reports are not a fair abridgement. Cited,
Butterworth v. Robinson, 5 Vesey 709 ; 1 American Jurist
157 ; Mangham 129 to.136. :

The appellees submitted the following points, for the con-
sideration of the court :
1. That the book styled ¢ Wheaton’s Reports,” is not law
fully the subject of exclusive liferary property.
VOL. viiL.—4 ¢
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2. If the book of reports of the complainants be susceptible
~ of exclusive ownership, such ownership can be secured only by
pursuing the pxovisions of certain acts of corigress,

3. The provisions of the acts of congress have not b: \m ob-
served and complied with, by the complainants, or others, in
their behalf.

4: Reports of the decisions of the supreme court, pubhshed
by a reporter appointed under the authority of the acts of con-
gress, are not within the provisions of the laws for the protec-
tion of copyrights.(a)

5. The entries of the copyrights by the appellant, claim more
-than Mr Wheaton was, in fact or in law, entitled to, ag “au-
thor,” ¢ proprietor,” ¢ author and plOpI’thOl,” and were for this
cause void,

6. The work styled Condensed Reports, is not an illegal
interference with the right, whatever it may be, in Wheaton’s
Reports.

Mr J. R. Ingersoll, for the defendants.

The defendants submit the following argument in answer
to .the complaint exhibited by the bill and testimony of the
appellants. '

They propose to show :

1. That the book styled “ Wheaton’s Reports,” is not law-
fully the subject of exclusive literary property.

2. If the book of reports of the complainants be susceptible
of exclusive ownership, such ownership can be secured only by
pursuing the provisions of certain acts of congress.

3. The provisions of the acts of congress have not been ob-
served and complied with, by the complainants or others in
their behalf, .

1. The character of the work in which the right to literary
property is asserted by the complainants, is sufficiently de-
scribed in their own bill. It consists, they say, of twelve

(a) As the court gave no opinion upon this point, and, as the reporter has
been informed, did not consider it when the case was dlsposed of, a great por-
tion of the arguments upon it by the counsel for the appellees, has been
omitted in this report. Should the case be brought again before the court, as
it will be in the event of the issue directed by the court being found for the
appellants, this point will be urged to a decision.
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books of reports of the decisions of the supreme court of the
United States. It was prepared in the due exercise of the ap-
pointment of Mr Wheaton as reporter, which he derived from
the court. The writings or memoranda of the decisions were
furnished by the judges to Mr Wheaton, who alone preserved
the notes and opinions thus furnished to him, together with
other materials compiled by -himself; and having retained all
these materials in his possession exclusively, he finally de-
stroyed them. The work, agreeably to the description of it
in the bill, is composed of ¢ cases, argurnents and decisions.”
However rich it may be in other materials, they are not made
the subject of claim; nor is any interference with them alleged,
or made in any degree the subject of complaint. The elaim
and complaint are confined to the reports properly so called. If
the profession and the country are indebted to the individaal
_exertions of the reporter for valuable notes, which may have
been usefully inserted to increase his emoluments, or enlarge
his literary reputation, they are not at-all connected with the
work as described and exclusively claimed in the proceedings
before the cotirt. _
Reports are the means by which judicial determinations are
disseminated, or rather they constitute the very dissemination
itself. Thisis implied by their name ; and it would necessarily
be their nature and essence, by whatever name they might be
called. The matter which they disseminate is, without a figure,
the law of the land. Not indeed the actual productions of the
legislature. Those are the rules which govern the action of the
citizen. But they are constantly in want of mterpretatxon, and
that is afforded by the judge. He is the “lex loquens.” Hie
explanations of what is written are often more 1mportant, than .
the mere naked written law itself. His expressions of the
customary law, of that which finds no place upon the statute
book, and is correctly known only through the medium of re-
ports, arc indispensable to the proper regulation of conduct in
many of the most important transactions of civilized life. Ac-
cordingly, in all countries that are subject to the sovereignty of
the laws, it is held that their promulgation is as essential as
their existence. Both descriptions of laws are within the prin-
ciple. The source from which they spring makes no difference. -
Whether legislative acts, or judicial constructions or decrees,
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knowledge of them is essential to the safety of all. A pregnant
souree of jurisdiction to the enlightened tribunal to which this
case is now submitted, is altogether foreign to the enactments
of the legislature. The extended principles of national law,
and the rules which govern the maritime intercourse of individ-
uals, are fairly and authoritatively known only as they are pro-
mulgated from this bench. It is therefore the true policy, in-
fluenced by the essential spirit of the government, that laws of
every description should be universally diffused. To fetter or
restrain their dissemination, must be to counteract this policy.
To limit, or even to regulate it, would, in fact, produce the
same effect. Nothing can be done, consistently with our free
institutions, except to encourage and promote it. Every thing
which the legislature or the. court has done upon the subject
is purely of that character and tendency.

The defendants contend, that to make “reports” the subject
of exclusive ownership, would be directly to interfere with
these fundamental principles and usages. They believe that
no man can be the exclusive proprietor of the decisions of
courts or the enactments of the legislature ; and that nothing
in the light of property in either can be infringed.

The two things being analogous, let the illustration of the
one in controversy be derived from the one that is not. That
a particular act of congress, or any number of acts of congress,
could be made any man’s exclusive property, has perhaps never
been supposed. Yet the same labour is devoted to the con-
struction of them—the same degree of talents is required for
the due and proper composition of them. A particular indi-
vidual receives them for publication, and the manuscripts may
be said to belong to him ; for ¢ having retained such materials
in his possession exclusively,” as long as he had occasion for
them, in every case it may probably be said, “he finally de-
stroyed the same.” . This person is specially employed to
publish the acts of congress. He does so, under an appoint-
ment, which has been deemed, by some learned judges, incom-
patible with the tenure of an office under one of the states.
Where, then, does the parallel end? An individual may volun-
tarily publish an edition of the laws. But he does not by such
publication make the laws his own. It is not necessary to
determine whether hehas or has not exclusive property in the
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peculiar combination, or in the additional matter which his
edition may contain. He certainly does not, by either combi-
nation or addition, appropriate to himself that which is neither
the one nor the other ; and his combination being untouched,
and his additions discarded, a stranger may surely use as he
pleases, that which at first was public property, and is public
property still. Those acts themselves are no more the pro-
perty of the editors, than the hall in which they were enacted
is the property of the members who passed the laws.

If either statutes or decisions could be made private property,
it would be in the power of an individual to shut out the light
by which we guide our actions. If there be any effect derived
from the assertion, that the judges furnished their decisions to
the reporter, the gift would be both irrevocable and uncontrol-
lable, even by the judges themselves. The desires of the court
to benefit the public, and the wishes and necessities of the pub-
lic to receive the benefit, might alike be frustrated by 2 per-
verse or parsimonious spirit. A particular case, or a whole
series of ‘cases, might be suppressed by a repcrter endowed
with different feelings from those of the highly respectable
complainant in this cause. It might become the interest of
such a person to consign the whole edition to the flames, or to
put it at inaecessible prices, or to suffer it to go out of print
before the country or the profession is half supplied. These
are evils incident to every publication which can be secured by
copyright. Mere individual works, whether literary or reli-
gious, the authors can undoubtedly thus control. During the’
““limited time” for which they are constitutionally secured in _
an exclusive enjoyment of them, there is no remedy. Their
right is perfect during.that period. A similar right must exist,
if at all, in the publisher of reports. Can such a power be as-
serted, with all its consequences;over the decisionsof the highest
judicial tribunal of the land?

We are not to be told, that the interest of the proprietor
would secure the country against so great an evil. 'The law
endeavours to prevent the occurrence of any possible wrong,

although it may not anticipate the precise mode of accomplish-
~ing it. But there are contingencies readily conceivable when
the interest of a venal reporter might be promoted by the course
suggested. A pariy might feel it to his own advantage, and
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therefore make it to the advantage of the reporter, to suppress a
part, or the whole of the edition of his.work. The law cannot
and ought not to be made the prisoner or the slave of any indi-
vidual.

It is proper here to draw a distinction between reports, the

immediate emanations from the sources of judicial authority,

‘and mere individual dissertations, or treatises, or even compi-
lations. - 'These may be of great utility, but they are not the
law. Exclude or destroy them, and the law and the knowledge
. of it:still exists. The same fountains from which the authors
of them drew, are accessible to others. These private works
may be regarded as so many by-paths te the temple of justice,
smoothed and straightened by individual labour, and laid out
for greater convenience over private ground. The owner may
close them at his pleasure, and no one can complain. But the
éntrance to the great temple itself, and the highway that leads
to it, cannot be shut without tyranny and oppression. It is
not in-the power of any department of the government to -
obstruct it. '

The reports in England used to be printed with the express
permission or allowance of the twelve judges prefixed. FPro-
bably it would have been held a contempt of court to print
them without. We are told, that four reporters were.formerly
appointed by the king “to commit to writingy and truly to de-
liver, as well the words spoken, as the judgments and reasons
thereupon given,” in the courts of Westminster. 3 Croke’s
Reports, preface. When sergeant Henden vouched for author-
ity Dalison’s printed reports, Sir Henry Hobert “ demanded of
him by what warrant those reports of Dalison’s came in print.”-
3 Croke’s Reports, preface.

Sir James Burrow rebelled against the habit of receiving a
special allowance or recommendation from the judges, prepara-
tory to publication, and actually published without any alloca-
tur. His preface, p. 8, which explains all this, also has a refer-
ence to the property of the reporter. But that has, evidently, no
allusion to copyright property, for it refers to a-proceeding
previous to the publication by the reporter: viz. a surreptitious
publication by some other person, *and after the surreptitious
edmon has been stopped by an injunction, the book has been
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published, with consent of the reporter, without leave or-
license, and no notice taker or complaint made of it.”

Reporting, however, in England, as it respects the common
law courts at least, is a very different thing from reporting in
this country. There the reporter has, with regard to the de-
cisions themselves, a labour to perform which requires expe-
rience, talents, industry and learning : and he receives nothing
from the judges to aid him in his task. Here (with respect
to the opinions), he does nothing more than transcribe, if he
does so much. And having received the manuseripts from
the judges, if he should not himself publish them, they &re
withheld from the public, to the infinite detriment of the whole
nation,

The cases that have been decided in England have, as it
- should seem, turned on a question of prerogative, and not of
copyright.

Such was the point in the Company of Stationers v. Sey--
mour, 1 Mod. 256. ¢ Matters of state, and things that con-
cern the government, were never left to any man’s liberty to
print that would. And particularly, the sole printing of law
books, has been formerly granted in other reigns.”

The case in 1 Vern. 120 (Anonymous), was a motion by the
king’s patentees for an injunction to stop the sale of English
bibles, printed beyond sea. The lord keeper then referred to
the circumstance, that a patent to print law hooks had been
-adjudged good in the house of lords.

In the case of-Company of Stationers and Parker, Skinner
233, Holt arg. : “ agreed that the king had power to grant the
printing of books concerning religion or law, and admits it to
be an interest, but not a sole interest.” The court inclined for
the defendant, (who had pleaded the letters patent of the king,
which granted to the University of Oxford to print omnes et
omni modo libros whiech are not prohibited to be printed, &c.)
and they said that “this is a prerogative of power which the
kmg could not grant so, but that he might resume it, but other-
wise it is of a grant of an interest.”

In Gurney v. Longman, 5 Ves. 506, 507, Lord Erskine de-
clared that he granted the injunction (as to publishing the
Trial of Lord Melville) “not upon any thing like literary
property, but upon this only, that these plaintiffs are in the
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same situation, as to.this particular subject, as the king’s
printer, exercising the right cf the crown as to the prerogative
copies’” !

The cases of Bell v. Walker, 1. Bro. C. C. 451, and Butter-
worth v. Robinson, 5 Ves. 709, are not sufficiently dgveloped,
to show whiether they turned upon copyright proprietorship, or
a proprietorship derived from a prerogative grant. '

It cannot be contended, with any semblance of justice, that
the mere opinions of the judges, communicated to Mr Wheaton,
as it is alleged they were, could be the subject of literary pro-
perty. A book composed in part of those opinions, and in part
of other matters, does not change the nature of the opinions
themselves. Anindividual who thus mingles what cannot be
exclusively enjoyed, with what can, does, upon familiar princi-
ples, rather forfeit the power over his own peculiar work, than
throw the chain around that which is of itself as free as air,

"The intermixture, if it affect either description of materials,
must render the whole unsusceptible of exclusive ownership.
That which is public cannot, in its nature, be ‘made private,
but not e contra. 'The lucubrations of the reporter assume the
hue of the authoritative parts of his book, and must abide by
tne result of a connexion so framed, and a colour so worn.
Whether a stranger could extract the original partsin the face
of a copyright, and publish them alone, it is not necessary to
discuss.,  But upon the principles just asserted, he could give
additional dissemination to the whole, as he finds it connected
together. And he could, it is conceived, unquestionably select
what is justly public property, and leaving the merely private
work of the reporter untouched, publish the rest with entire
impunity.

2. Our second point is, that the exclusive ownership of an
author can be obtained only by pursuing the provisions of the
acts of congress. '

Upon this particular point, a moment’s attention will be use-
fully given to the celebrated case of Miller v. Taylor, 4 Burr.
23083, and its companion, Donaldson v. Beckett, 4 Burr. 2408.

Judgment of the court of king’s bench having been entered
for the piaintiff, in Miller v. Taylor, a decree of the court of
chancery was founded upon it in the case of Donaldson v.
Beckett and others. 'This came before the house of lords on
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an appeal, and the decree of the court of:chancery (and, of
course, Miller v. Taylor along with it, in principle) was re-
versed, “the lord chancellor seconding Lord Camden’s motion
to reverse.” Besides the influence of the decision itself, we
have the force of these professional opinions, and that of a-ma-
jority of the eleven judges, who gave their sentiments, that
the existeuce of the statute deprived the author of any right of
action which he may have had at the common law.

The question of . a common law right has not been decided
favourably to the author; and if it had been, the existence of
a statute is thus recognized as superseding both the right and
the remedy which may have previcusly existed. The margi-
nal note of Sir James Burrow to Miller v. Taylor, 4 Burr. 2303,
itself is, “authors have not by common law the sole and ex-
clusive copyright in themselves or their assigns in perpetuity
after having printed and published their .compositions,” &c.
If in England, the source and fountain of the common law, no
such right exists, what can be alleged in favour of its exist-
ence in these United States ? We contend that there could be
no such common law right here, even if there were no statute :
and that if there could be, it is incompatible with the provi-
sions of the statute. ‘

All the arguments contained in the powerful and splendid
opinion of Mr Justice Yates in Miller v. Taylor, 2 Burr. 2354,
are of irresistible force here.

Feudal principles apply to real estate. The notions of per-
sonal property of the common Jaw, which is founded on natu-
ral law, depend materially on possession, and that of an adverse
character, exclusive in its nature and pretensions. Throw it
out for public use, and how can you limit or define that use ?
How can you attacly possession to it at all, except of a subile
or imaginative character? If you may read, you may priat.
"The possession is not more absolute and entire in the one gase
thau the other. It-is an ariificial, and therefore arbitrary rule
which draws thé distinction; and in order to reuder it avail-
able, the lesson must be read in the statute, and the means

‘must be resorted to which -are there pointed out. ‘Fven in the-
face of a statuie backed by the constitation itself, let an in- -
. ventor lose his possession, and his privilege 1s gone. The

VOL. VHIL——4 D '
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decision of this court as to the patent for fire hose, was to this
effect. Pennock v. Dialogue, 2 Peters 1.

If the right secured by statute does not enable the owner to
reclaim hls lost possession, even when aided by the common
law, (if it be s0). how can the common law, independently of
all statutes, avail?

‘Analogous rights, if such they may be called, are nothing
without actual possession and use. Light and air, and a part
of the great ocean, may be claimed and held, as long as neces-
sary for the occupant; but abandon the inmediate occupation,
and the exclusive power and exclusive possession are gone
together,

These and similar reasons contribute to show the source of
literary property every where. They justify the positive pro-
visions, and manifest the wisdom of them which give existence
to it among ourselves. It is not to be found in natural law or
common law, and the deficiency is wisely and aptly supplied.

The inconveniences to the public that would be the conse-
quence of mere common law assertion of the right would be
endless. It would lead to perpetual strife. If the mere indi-
vidual stamp of authorship would afford even a foundation for
a claim, originality might be pretended te by numeious indi-
viduals, and a test of truth might not be obtained. If the real
author give his work.the official stamp of originality before it
goes forth into the world, most of the questions that would
otherwise occur are anticipated. The source of exclusive
ownership is therefore found in positive enactments, and not in
any unwritten law.

What is the common law of the United States? To sustain
a copyright it must be a very different thing from what the
sages of the American law have supposed. To construe exist-
ing laws and contracts, to aid in giving them effect, to furnish
tucid definitions, sound principles and apt analogies, it is rich
in the most important uses. For all these and various other
purposes it is indispensable. Most of the crimes prohibitéd by
statute would be misunderstood without its assistance ; all of
the civil enactments would become obscure if 4t did not shed
its light in never-failing streams upon them. Yet it cannot
originate a single punishment, or create a single crime. It
does not give any jurisdiction to the judge, or increase the

{
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number or widen the extent of the subjects on which he has
authority to decide. When he has-a duty to perform, it gives
- him wisdom and strength to perform it; but-the duty itself it
cannot create, enlarge; diminish or destroy.

This subject is well treated of by Mr Duponceau in his Dis-
gertation on the Nature and Extent of the Jurisdiction of the
Courts of the United States. In his preface, page xi, he says,
¢ the common law in the United States is no longer the source
of power or jurisdiction, but the means or instrument through
which it is exercised ; therefore, whatever meaning the words
common low ]umsdzctzon may have- in England, with us they
have none: in our Jegal phraseology they may be said to be
insensible.” To them may be applied the language in which
the common lawyer of old spoke of a title of the civil law : “in
ceux parolx n’y ad pas entendment.”

* Again, preface, pages-xiv, xv, “I contend that in thiscountry .
‘no jurisdiction-can arige,” from the common law as a source of
power— while,” as & means for its exercise, “every lawful
jurisdiction may be exercised through its instrumentality, and
by means of its proper application.”

The common law would be lmplactlcable in its apphcatlon
to copyrights in the United States. - It might vary in every
state in the union from the rest. What is the common law
of New York or Pennsylyania? It is the common law of
England, as it has been adopted or modified in those respectivé
states. - Each state then has or may have its own common law
as a system, or as it applies to a particular subject of regula-
tion or control. But copyrights, as recognised by the United
States, must be uniform.  There cannot therefore be a state
common law for copyrights for the want of necessary unifor-
mity : and if the United States cannot derive it through the
states, they have it not at all. “This power,” says Chancellor.
Kent, 2 Com. 299, “was very properly confided to congress, for
the states could 'not separately make effectual provision for the
case.” ;

The states themselves at no time ever treated‘this as a com-
mon law right. Before the adoption of the federal eonstitution,
aocordmgly, several of them are found to have made special
provision by statute on the subject. New. Hampshire, Massa-
chusetts, Connectlcut New Jersey, Maryland and North Caro-
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lina, each passed acts of assembly to secure to anthors an ex-
clusive enjoyment for a term of years. Why should they bave
secured a right already in full existence? They might have
merely plowded a penalty for an already perfect right.” The
periods for which an exclusive right is maintained are different
in these provincial enactments. In. Germany this difficulty is
cured by rendering them perpetual in each department. But
there is no common government in that country to which the
‘subject can be referred. :

This is a subject expressly ceded by the states to the gene-
ral governiment. It is extinguished with regard to them in all
its parts. -Whatever power or control the states might have
exercised is now gone, and all is vested in the United Stales.
No cominon law power, then, of any kind in relation to copy-
rights exists. Not in the states, for they have surrendered the
whole subject to the federal government. Not in the United
States, for they exercise only the jurisdiction which is confer-
red by the constitution and the laws. Nor have they declined
or omitied to fulfil the trust thus confided to them. . If some
powers axe left unexercised (asin the case of bankruptey), such
omission cannot be asserted with regard to the protection of
literary property. It is amply provided for. No assistance is
needed from any other jurisdiction : no deficiency is even sug-
gested to have been left to be supplied.

Mr Duponceau, in his treatise already cited, page 101, as-
serts, “ that when the federal courts are sitting in-and for the
states, they can, it is true, derive no jurisdiction from the com-
mon law ; because the people of the United States, in framing
their constitution, have thought proper to restrict them within

certain limits: but that, whenever, by the constitution, or the
" laws made in pursuance of it, jurisdiction is given to them
‘either over the person or subject matter, they are bound to
take the.common law as their rule of decision; whenever other
laws, national or local, are not applicable.”

Judge Chase, in the case of the United States v. Worrall, 2
Dallas’s Rep. 384, uses this comprehensive’phrase, “in my opi-
nion the United States-as a federal government HAvE No com-
Mo~ Law 1? < If indeed the United States can’be supposed for

. & moment {o hzwe a common’ Taw, it must I presume, be that
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of England ; and yet it is impossible to trace when or how the
system was adopted or introduced.”
It would be most strange if the double jurisdiction did exist.
The constitution, and the statutes enacted in furthérance of its
provisions, instead of providing or extending rights and reme-
dies, would have gr reatly limited and restrained them : instead
of doing, as they were designed to do, much benefit to the
author, they have done hirn much positive harm.  He had
already, according to the-theory we are opposing, rights by
the common law. 'These.rights, if they were perfect in their
pature, were unlimited in their extent. The patronage of
American legislation then abridges the duration of the right, if
it does not curtail its enjoyment, by imposing restraints and’
preacubmg preliminary forms. It does more, it draws a dis-
tinction between the stranger and the citizen or resident ; but
the distinction, if it mean any thing, is in favour of the former,
and against the latter. 'The natural [aw, orcommon law, would
be unlimited in the duration of the privilege which it would
confer ; and the labour and skill exhibited in the composition,
would gecure the right. This would be an innate privilege of
the foreigner. The statute law afterwards comes and confines
the security to a term of years, and makes the way to obtain
it intricate, or at least perplexed ! . How does this consist with
the language or the spirit of the eighth clause of the eighth
section of the first article of the. constitution? * That clause
ordains, that congress shall have power “to proMoTE the pro-
gress of science and- useful arts, by sccuring for- limited times,
to authors and inventors, the exclusive right to their respective
writings and discoveries.” It would not be to promote, but to
retard that progress, if it possessed alre'ldy a more active sti-
foulus. * There would .be no occasion to secure for a limited
time, if the exclusive right already existed in perpetuity.

The case of Ewer v. Coxe, 4 Washington’s Circuit Court
Reports 487, is broad enough to cover all that is now con.
tended for. Judge Washington having demenstrated the ne-
cessity of the proprietor’s complying with the provisions of the
act of congress; in order to obtain the benefit conferred by
that act, declares “if he has not that right, he can have no
remedy of any kind.” The ..’llght thus 1cfeucd to, was one
purely under the staiute.  Bul it was the only available one
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that could exist ; the only one that could carry with it, or be
productive of any remedy.

In order to sustain his claim at all, an author who has not
complied with the provisions of the statute, must make out
these several positions :—

1. That a ught and a remedy existed independently of the
statute, and prior to it.

2. That the provision of redress by the statute does not take
away a previous right.

‘We have endeavoured to show that the first of these posi«
tions is' unsound, and if so, the second is altogether inappli-
cable.

The language of the supreme court of New York (Almy v.
Harris, 5 Johnson 175 ; see also Scidmore v. Smith, 13 John-
son 322 and 1 Roil. Abr. 106, pl. 16), « pplied to a totally
different matter, may be usefully quoted here. *If Harris
had possessed a right at common law, to the exclusive en-
joyment of this ferry, then, the statute giving a remedy in
the affirmative, without a negative expressed or implied for
a matter authorized by the common law, he might, notwith-
standing the statute, have his remedy by action at the common .
law. 1 Com. Dig., Action on Statutes, C. But Harris had no

-exclusive right at the common law, nor any right but what
he derived from the statute. Consequently, he can have no
right since the statute, but those it gives; and his remedy,
therefore, must be under the statute, and the penalty only can
be recovered.”

“ But where a statute gives a right, and furnishes the rem-
edy, that remedy must be pursued.” Gedney v. The Inhabi-
tants of Tewksbuiy, 3 Mass. Rep.. 309. And, “when a
statute creates a new right, without prescribing a remedy, the
common law will furnish an adequate remedy to give effect
to the statute right. But when a statute has created a new
right, and has also prescribed a remedy for the enjoyment of
the right, he who claims the right must pursue the statute
remedy.” Smith v, Dean, 5 Mass. Rep. 515.

" The same principles will make it necessary, in order to
reach the rights which the statute creates, to pursue the means
which it points out. - Judge Washington, in Ewer v. Coxe, 4

- Wash C. C. Rep. 491. already-cited. says,. ¢ that the.author
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must perform all that is pointed out before he shall be entitled
to the benefit of the act. It seems to me,” says he, “that the
act will admit of no other construction.”

* The case of Beckford v. Hood, 7 T. R. 620, has been
relied on to show that the directions of the. English statute are
not necessary preliminaries to the establishment of the right.
The judges of the king’s bench were construing a very differ-
ent statute from ours. The second section of the act of 8
Anne, c. 19, 12 Statutes at Large 82, recites, that “ whereas
many persons may, through ignorance, offend -against this
act, unless some provision be made whereby the property in
every such book, &c. may be ascertained, &¢.” and then
enacts, that “ nothing in this act contained shall be constru-
ed-to extend to subject any bookseller, printer, or other per-
son whatsoever, to the forfeitures or penalties therein men-
tioned, for or by reason of the printing or reprinting of any
book or books without such consent as aforesaid, unless the
title to the copy of such book or books hereafter published
shall, before such publication, be entered in the register book of
Stationers Hall, &c.

The corresponding clause of the act of congress of April 29,
1802 runs thus: *that every person, &c. before he shall be
entitléd to the benefit of the act, &ec. shall, in addition to the
requisites, &c.” The plehmmary in the Enghsh statute is con-
nected directly with the penalty. In ours, it is directly associ-
ated with the whole benefit of the act. The decision in Beck-
ford v. Hood cannot affect the present case, even'if it be sound.
Of the soundness of it there may be much doubt, when we
find Lord Hardwicke deciding, in Blackwell v. Harper, 2 Atk.
95, that “ upon the act of 8 Anne, ¢. 19, the clause of regis-
tering with the Stationers Company is relative to the penalty,
and the property cannot vest without such entry.” A farther
view is taken by Judge Hopkinson of this decision in Beckford
v. Hood, which is respectfully submitted as a conclusive 1=ply.’
It will be found in his printed opinion. (a)

Let.us look at the statutes themselves. 'Fhe question here
between us seems to be whether the acts of congress merely
provide o remedy, or also constitute a right.

'The act of 31st of May 1790 would have commenced with

(a) Beu Appendix, No. L.
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its second section, if it had merely ilitended to suggest redress
for the infringement of an existing right. This second sec-
tion, however, is only a corollary or incident to the first, which
provides, in compliance with what the constitution had author--
ized, secu ity to authors which they did not.in any shape enjoy
‘before. There is nothing declaratory about it.
¢ From and after the passing of this act the author, &c. shall
have the sole right, &c. &c.” The right is certainly prospec-
tive, and it is (we say) conditional.  The right is to arise at
all events subsequently to the passage of the act, and it is to
commence “from the recording the title, &c. in the cleri’s
-office as is hereinafter directed.”

It would seem to be quite unnecessary thus gravely to confer
in prospect a privilege already enjoyed, and (o traminel it with
conditions, if it was already unconditional. This is certainly
no restraining statate.

An argument has already been used, and it will not be form-
ally repeated, that the ostensible or professed encouragement of
learning, by securing, &c. during the times mentioned, would
be a mere delusion : for the encouragement had been more
liberal—the security not less perfect—and the right more com-
prehensive, because of unlimited extent, if they respectively
had. any anterior existence whatéver. Tt is no less striking,
that congress, who are supposed to be declaring the common
law, and merely providing a precise penalty for the infraction
of a right under it, could not, by any possible exercise of their
power or authority, come up to the supposed common law
right ; for the paramount authority of the constitution restrains

_the exercise of any encouragement,to a limjted time.

The act proceeds to mark out the, preparatory step towards
penalty or prohibition,. viz. the legal aequisition of a copyright.
(Section 1.) And how is the copyright to be legally acquired ?
Why only by following the directions of the statute, i. e. de-
positing the title in-the clerk’s office, publishing the record,
and delivering a copy within six months to the secretary of
state, to be preserved in his office. (Section 3.)

Judge Washington was inclined to think that some of these
provisions were merely necessary to enable the author to sue
for the forfeitures provided by the second section.

But, that would be quite an empty satisfaction.. The copies
forfeited by the invading party are to be destroyed; and the
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penalty of -fifty cents for every sheet in his possession, belongs
one half to the United States. The author is not much the
better for this provision. He might have reserved all the dam-
ages for himself, independently of the act, if the right existed
previously. 7

It is not necessary to rely upon the construction of this act:
alone, if there be any doubt with.regard to the true interpreta-
tion of it.. The supplementary act, passed -April 29, 1802, is

free from all dlﬂiculty It is on this that Judge Washington
relies. _ ‘

This last act provldes, section 1, that the author, ¢ hefore
he shall be entitled to the benefit; &c. shall,” in addiiion tc the
requisites enjoined in the third and fourth sections of said act,
&c. « give information, by causing the copy of the record, &c.
to be inserted at full length in the title page, &c.”

It thus makes those clauses which had before been of doubt-
ful name, requisites. It requires him to perform .them, not as
prehmmary to forfeiture or penalty, which are only particular
provisions of parts of the act, but as preliminary to the benefit
of the act itself. He, therefore, in terms, is denied its advan-
tages, unléks he perform the conditions precedent. These,
agreeably to a well known rule, are-to be construed strictly,
and the party who omits to bring himself within them can
claim no right whatever. - The statute becomes a unit ; all its
‘benefits are- yielded or withheld, exactly as all its Tequisites
have been fulfilled or disregarded.

Requisite 1s aptly defined by the American 1ex1cographe1,
Noah Webster, to be ¢ go needful that it cannot be dispensed .
with; something indispensable.” An author must show that
he has complied with these affirmative requisitions, or they will
not be presumed for him.

There are familiar analogies which will fully sustain ihig
position. - Take the statute which regulates distresses for renty
Certain provisions are made which justify a landlord for acts
which would otherwise amount to a trespass. But he must
show that he has performed them strictly, or, as the law at first
stood in England, and does still in Pennsylvania, he is a tres-
passer ab initio; and the statute of George II. only so far alters
the rule, as to leave the party to his rer-edy by action on the

VOL. VIIL.—4 E
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case for the recovery of the actual damages that may have been
sustained.

If notice be required by statute, as, for example, preparatory
to a suit against a magistrate for misconduet in office, not only
is it never presumed, but nothirg can supply its proof ; not even
knowledge of the design to sue, which might be substantially
the same thing. In such case, knowledge is not notice.

There is nothing against our construction in the principle
which requires a strict interpretation of certain statutes. If the
act be penal, we are not endeavouring to enforce the penalty.
There is nothing penal ag tothe authm claiming the copyright.
All the penalties are agamst other persons. It is to be con-'
strued strictly when it is to be enforced against them. He
claims the benefit of his copyright, whieh is a grant to be ob-
tained. only on conditions precedent and well defined. He
altempts to enforce with rigour, if not the penal forfeitures, at
least the penal prohibitions of the law against the defendant,
whom lie alleges to be a wrong doer. Against the defendant,
thus, without (if it be without) bringing himself under the pro-
visions of the law, the alleged proprietor denounces awful con-
sequences. 'The defendant asks nothing—wants nothing, but
to be let alone until it can be shown that he has violated the
rights of another.

Where is the difference between this act ard the act respect- -
ing patents, as’ ‘tegards the right of the alleged owner? This
court has said, that if a defendant sued for the infringement
‘of a patent right, “shows that the patentee has failed in any
of these prerequisites on which the authority to issue the patent
is made to depend, his defence is complete. He is entitled to
the verdict of the jury and the judgment of the court.” Grant
v. Raymond, 6 Peters 220.

3. There will be little difficulty in showing that the pro-
visions of the acts of congress have not been complied with.

The requisites are :

1st. The deposit of a printed copy of the title in the clerk’s
office of the district court where the author or proprietor
resides.

2d. Within two months from the date thereof the publlsbmg
of a copy of the record in one or more newspapers printed in
the United States, for four weeks.
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3d. Within six months, the delivery, &c. to the secretary of
state of a copy to be preserved in his office.

With regard to the first volume, the bill is defective in not
_stating either of the two last requisites. 'The complainants
are informed by M. Carey, and believe that all things which are
requisite and necessary to be done, &c. have been done! !

An inference ot conclusion even of the party, would be a
sorry substitute for the allegation and proof of the facts them-
selves. ' ‘The court must have an oppportunity to judge whe-
ther all things were done, &c.; and that they can have only
when the things which were done are exhibited and proved.
But here is.double distilled inference. 'The parties are informed_
of Matthew. Carey’s conjecture; and this is presented to the
‘court as a substitute for proof ; while H. C. Carey proves that
Matthew Carey knew nothing about it, for all was left to him.
It is extraordinary if Mr Carey really possessed any information
‘on this subject, that he was not produced as a witness.

‘Upon the complainants’own allegations, their case must fail.
But the proof is scarcely less defective than the allegatlons of

“the bil. Henry C. Carey, the clerk of his father in 1816,
states that they were in the habit of advertising, and from the
course.of business he-does not doubt it was advertised, but he
has no- recollectzon of it. He has no recollection at all of a de-
posit of a-copy in-the office of the secretary of state. But he
says, that the most probable way in which it wassent, was by

- Mt Wheaton. In other words, that it was not sent by himself;
and, therefore, as to any proof from him, that it was not sent
at all.

Mr Brent states, that the eighty copies of the volume of
Wheaton’s Reports, containing the deeisions for February
Term 1817, were delivered to the department of state on or
#ofore the 4th day of November 1817, This refers, of course,
to the second volume which contains the decisions of that
term, and not the first, which is for the previous year. Sub-
sequent volumes had been delivered in the same manner ;
all of them were received under the acts of congress, giving a
salary to the reporter. He adds, that there has always been,
according to his recollection, one or more complete sets of said
reports, from the time of their publication, in the said depart-
“ment of state. But he is unable to recollect, or state more
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particularly when the same were first placed in said department,
or for what purpose.

Both of these particulars, it is conceived, must be made out.
The delivery must be within six months. = The loose declara-
tion that, according to his recollection, there has always been
one or more sets, &c. ﬁ'om the time of publication, if it could
have any force by itself, is done away by his acknowledged
inability to recolléct when they were first placed there. The
object of the receipt of them too, is directly the reverse of that
prescribed by the copyright law; for, instead of being delivered
to be preserved in the office, &c., they were, if delivered at all,
merely a part of a general library, intended to be lent out and
used. If delivered to be preserved, the presumption is, that
the particular copy so left would be found. It will scarcely be
contended that the second edition of the first volume can cure
the defects of the first. It can have no copyright existence by
itself.

With regard to the subsequent Volumes, the bill is scalcely
less defective. The declaration of Robert Donaldson is vague
and unsatisfactory. It could not be otherwise.. He ‘knew
nothing of the subject. The result of the inquiries at the de-
partment of state, is evasively set forth ; and were it otherwise,
he must state the fact, and not the inquiry.

The bill proceeds to insist, that the complainants would still
be entitled to the benefits of the acts of congress, although
they should be unable to prove that a copy was delivered, &c.
We say, that such proof is a necessary preliminary..

The proof, with regard to these subsequent volumes, is
equally defective. Of the second volume, there is no proof of
publication.  And of none of the volumes is there either alle-
gation or proof of deposit, agreeably to the provisions of the law.

‘'The fourth volume wants publication. . It began August
28th, and ended September 17th instead of 24th. -

The seventh had but two publications in July, four in Au-
gust, and one in September.

The elghth had one pubhcatlon in October, five in November,.
and two in December.

Of the ninth there is no evidence of publication at all.

The tenth, eleventh and twelfth are all defective in.publi-
cation.
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It is not necessary to dwell upon the facility with which
proof of delivery might have been preserved and exhibited if
it had been made. The requisites of the law must be shown.
But the certificate of Mr Van Buren, with regard to the second
edition of the first volume, is a specimen of what might have
been, and would have been produced with regard fo the whole,
if the deposit had in fact been made.

In the absence of all right on the part of the complainants,
not much difficultyis apprehended from any supposed possession
or enjoyment; by colour of privilege. Judge Washington, in
delivering his opinion in Ewer v. Coxe, disposes of this ques-
tion to our hand. 4 Wash. C. C. Rep. 489, “I hold it to be
beyond controversy,” says he, « that if the plaintiff has rio copy-
right in the work of which he claims to be the owner, a court
of equity will not grant him aninjunction. This was f01 merly
the doctrine of the English court of chancery, and still is, as I
conceive, notwithstanding Lord Eldon has; in some instances,
granted an injunction and continued it to the hearing, under
circumstances which rendered the title doubtful, if the plaintiff
had possession under a colour of title. But surely if he has no
title at all, or such a one as would enable him to recover at
law, even that judge would, ] presume, refuse.an injunction.”

The authdrities cited by Judge Washington support the
principle which he maintains.

Against whom is this mere naked possession elaimed ? Not
the defendant ; for during the period when it has existed he
‘was only one of' the mass of individuals who had not any pat-
ticular concern indisturbing the complainants’ colourable claims.
It is therefore against the public, who cannot thus be baffled of
their rights.

-1t is, however, a most extraordinary case, that would justify
" a peipetual injunction without a trial at law. This is a pro-
“ceeding which turns aside from the regular and proper mode of
ascortaining title, and asks that the existence of it shall be
definitively rested upon mere colourable claims. The com-
plainants do.not choose to bring their case to the proper test :
but assuming as conclusive, what at the utmost is only prima
facie evidence in their favour, they propose to hang up for ever,
in a state of presumption and doubt, that which is susceptible
of a just and satisfactory settlernent. ~ All that the defendants
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ask; in the dismission of the bill; is, that their rights may not be
prejudged.

Mr Sergeant, for the defendants, :

The claim now asserted by the appellants, is.to a perpetual
right in Wheaton’s Reports, in Mt Wheaton and his represen-
tatives and assigns. Such a right is necessarily exclusive.
It goes'beyond the right claimed to be secured under the copy-
right acts-of congress. Such a claim should be clearly estab-
lished. It is asserted for the first time in a court of the United
States It has no precedent in the proceedings of the courts of
" England; for since the decision in that country, that the -
statute of Anne took away the alleged right of an author at :
common law, there can be found no precedent in that country,
to susfain such a claim.

The Condensed Reports, so far as it-is now material to ex-
amine them, are-made up of statements, which are to be found
on the records, and of the opinions of the court. Mr Whea-
ton’s notes are not interfered with—nor are his reports of the
arguments of counsel. These, it might be admitted, are his
own; if he can have a property in any of the matters contained
in the volumes published as a public officer.

" Mr Wheaton’s Reports are made up as an officer of the
court. The court appomted him under the authority of a law
of the United States, and furnished him the materials for the
volumes; not for his own sake, but_for the benefit and use of
the public : not for his own exclusive property, but for the free
and unrestrained use of the citizens of the United States. In
relation to the work, he was not an author, but as an officer, as
a public agent, selected, authorised and’ paid for making up
the reports of the decisions of the court.

In the whole composmon, under these views of the facts of -
the case, not a word in the reports belongs to him., It ecould

not be the intention of the court to give him a perpetual '
right to the opinions delivered by them. No such purpose
could have been entertained by congress, when the appoint-
ment of a reporter was directed. The objects of the law, and
of the court, were to authorise, enforce and secure the publica-
tion of the pxouecdmgs and. decisions of the court, for public
information. Any argument, or course of argument tending to
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a different conclusion, must be wrong; because contrary to the
design of his appomtment It is in derogation of tommon
right.

‘Let us see how the claim of the complainants is made out.

‘1. The question whether the power to regulate- copynghts
under the constitution is exclusive, can never arise, until some
state shall pass a law interfering with its exercise by congress.
3:Story’s Com, 50. Until then, it must be a theoretical ques-
tion. The law of New York, which was intended to secure
exclusive rights .in the navigation of the waters of that state
by steam, was by this court decided to be unconstitutional.
The court decided the case on other grounds, it is trhe, but
still so decided.

"Up to the present moment, no state has asserted a right to
interfere with the power of congress, under. the constitution, to
regulate copyright.” There is no Judlclal decision which

. asserts or supposes any such right. ~There is not a trace, sign
or symptom of .any such right existing in the legislation, or
judicial proceedings of any state. There is, therefore, no col-
lision ; no case for judgment. - But the contrary is evident.

It is not necessary to inquire whether states have the power,
if they have not chosen to exercise or claim it, It is clear that
. there was no such thing in any of the states prior to the con-
stitution, but by the invitation of congress, under the confed-
eration. . Fed. No. 43; 3 Story’s Com. 49. Congress found the
whole case unprov1ded for ; and the laws made by some of the
states, at their instance, and which have been referred to by the
counsel-for-the appellants, ceased ‘when the constitution Wwas
adopted. -

But supposing that a concurrent power to regulate and’
secure copyright existed, in the states and the United States; a
supposition of ‘exceeding difficulty and doubt; and that the
states may act notwithstanding the exercise of the power by
congress; it is for the states to choose whether they will do so
or not. They have not so chosen, they leave it to congress.
But there are many reasons for considering this power exclu-
sive, as well as reasons which clearly show it ought to be ex-
clusive.

1. It was originally hken up by congress as matter properly
bclonfrmg to their cognizance. Early in the progress of the
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government the first law was passed; which was followed by
other legislation, thus establishing the present regulations.
This power did not exist in congress under the confederation.
None of the provisions in that compact applied to it;. and it
now rests upon the article in the constitution which gives con-
gress the power to “ promote the progress of science and the
useful arts.” 'The whole ground is admitted to have been
vacant, on the establishment of the present government. It
was a new power. Fed. No. 43; 3 Story’s Com. 48; Rawle
on the Const, ch. 9, p. 105, 106; 2 Kent’s Com. 306, &c.

‘2. The power could. only be propetly, beneficially and effect-
ually exercised by congress. By vesting the power in the
national legislature, the system became uniform and certain.
Authors, but for this, would have been subjected to different pro-
visions and conditions in evéry state; thus materially affecting
the value of all their rights. And the-community throughout,
the whole nation were thus, after a certain interval, entitled to
the henefits of the writings or compositions of those who availed
themselves of the laws, passed under the constitutional provi-
visions. 3 Story’s Com. 48, 49,

3. There is an absolute incompatibility between the exist- -
ence of the power in the United States, and in the states.

It has been repeatedly said- that the constitution has not
occupied the whole ground. That it has provided for the .
author, and not for the public, But the true state of the case
is directly the reverse of this. It has provided for the case of
the authot, only as instrumental to the- provision for the public. -
The clause in the constitution gives congress the power, not to
secure a copyright to the author; but to “ protect the progress of
science and the useful arts, by securing for limited times to'authors,
&c. the exclusive Tight to their respective writings, &c.” It is
10 be for a Jimited time, no longer. 3 Story’s Com. 49.

4. The state of the law in England was known here by the
adjudicationa in the courts of that country. These adjudica-
tions stood in this way. 1. That there was a coramon law
right before the statute of Anne. 2. That there was no com-
mon law right after that statute. According to those decisions,
the effect of legislation was to take away thé common law
right. Where the power of legislation-over the subject was
placed there was the power over the whole matier.
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5. The same word “secure” is applied in the article in the
constitution to inventions, as well as to the works of authors.

In inventions, it is admitted, there was no common law
property. 'The use of the word ° secure” cannot, therefore,
presuppose an existing right. It would have the same effect,
and be equally applicable to both. ~ No benefit can, therefore,
be derived from the use of the term; however ingenious the
argument which invokes it in aid of the pretensions of the
complainants., Cited, Act of 41 Geo. III. ; Maugham 36, 37.

6. The uniform construction, and the practice under it, have
been such as is contended for by the defendants.

It is true, there was an omission in the laws to give full
power to the courts of the United States, in cases of copyrights,
But the omission was to no great extent. There was no pro-
vision for jurisdiction, when the parties to a suit of which copy-
right was the subject, were citizens of the same state. Binns:
v. Woodruff, 4 Wash. C. C. Rep. 48. But that omission was
supplied by the act of 1819. 3 Story’s U. 8. Laws 1719.

7. In what state, supposing an auihor to have a right at
common law, is the right to exist,.and be protected. If there
is a right of property, it must be governed. by, and have the
benefit of all the rules which affect such property. ~ It accom-
panies the owner every where. It is not his because he is a
citizen of the United States. It derives no additional security
from such citizenship. A stranger, who is an author—a fo-
reigner has the same common law right of property; and no
foreign hook can be printed here. Such has not been the
understanding in England, from which the principles to sus-
tain the right are derived. No common law right extended to
Ireland before the union. 'There, at all times, before the union,
the works of authors, however secured under the statute of
Anne, in England, were printed and published. If a common
law right existed, or-was supposed to exist, we should have
found, in the proceedings of the Irish courts, its establishment
by judicial decisions. :

But supposing it 'were otherwise, and that a right at com-
mon law does exist ; upon the laws of what state de the com-
plainants rely ? Upon the law of Pennsylvania? In- thé
circuit court, the right was claimed on the common law of the
nation. In this court, it is. dsserted to rest upon the common
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law of a state. Below, no_intimation of such a thing was
given. . If any such right, ‘under the common law of Penn-
sylvania, exists, we of Penusylvania do not know it. Stran-
gers have discovered it, and claim the benefit of it, for the first
time. Not a trace of its existence can be found in the whole
‘history of that state.- No authority from any of the laws, or the.
decisions of the courts, hasbeen vouched. It is denied that it
exists.

It is, then, assumed, without hesitation, that the- right of
action, whatever it is, which an author has for an infringe-
ment of his copyright,arises from the constitution and laws of-
the United States. The constitution gives congress the power
" “to promote the progress of science and the useful arts, by
'securmg, for limited times, to authors and inventors, the ex-
clusive right to their respective writings- and discoveries.”
Art. 1, sect. 8, ch. 8. Until secured by congress, he could have
no right under the constitution. When secured, it must be to
such extent, and-upon such terms as congress may enact.

Some argument has been presented upon the word * secur-
ing,” as admittiig a pre-existing right. But there is no force
in the suggestion. There must be a pre-existing state of things,
vut of which a right to apply to be secured atises. That right
is brought into existence by the constitutional provision. It
had no existence as a right incident to the fact of the author
being a member of the community of the nation, until the
constitutional provisien. By the agreement of those who made
the constitution, the right was brought into existence ; and it
was to be sequred. ~ The language, therefore, is accmate It
has already been observed, that the term « securing” is applied
equally to inventions; yet no commion law right tojnventions has -
beén asserted,

The federal judiciary, at all events, can have no cognizance
of claims: to copyright, but under the laws of the United States,
made in pursuance of the constitution; and to the extent such
laws may authorize them to go.

" Thus understood, what is the right of an author? There is
" a difference between a patent and a copyright. - A patent, in
due form, is pnma facie evidence of the rlght of ‘the inventor.
_It is, itself, prima, facie proof, of all the prior acts required by
the laws. It rests for its suppmt -upon_ the invention. But
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invention, without a patent, is nothing. A ‘man, without a
patent, could not ask the aid of the court to protect his claims.
The patent is, therefore, evidence, prima facie, of right.

A copyright is quite a different thing. Its existence, as a
nght depends upon doing certain acts. The doing of these
is the foundation of the right. - Their being done, is the only.
evidence of the right. If they are not done, no right, or even
claim exists. . These acts, therefore, as to copyught are as a
patent in the case of an invention. There is nothing that
performs the office of a patent. "The whole acts together esta-
blish the right. '

In the case of an invention, the patent being a prima facie
case of right, in the first instance, where the right of the in-
ventor is disputed, it is sufficient to prove the patent, at law or
in equity. '

In the case of a copyright, the title ismade out prima facie,
‘at law -and in equity ; by stating and proving the acts which,.
by the provisions of the law, constitute the copyright.

This distinction is a most material one, and to be always
kept-in mind. It goes to the root of the whole case.-  If any
thing has been omitted or neglected ; if any of the require--
ments of the law, the performance of which are conditions
upon which the right rests, and by which the ught would be
protected by the law, have been neglected there is no title at
‘all ; no title in existence. Such a case is the same with that
of an inventor coming into court without a patent.

The court will not grant him an injunction. Ewerv. Coxe,
4 Wash. C. C. R. 487. There is nothing in such a case on
which to engraft the doctrine of possession. It is only when
a prima facie title exists, one made out by showmg a compli-
ance with the law, that the doctrine of possession can be ap-
plied.. Ewer v. Coxe, 4 Wash. C. C. R. 488.

This brings us to the first head of inquiry, which separates
itself into two branches.

1. What are the requisites to a copyright under the laws of
congless 1

2. Have these requ1s1tes been corplied with ?

1. Upon the first question we have the light of a judicial
decision; and there is no decision to the contrary. It isthat of
a judge of the highest and the most regarded judicial talents ;
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one whose opinions have always received the utmost respect.

In Ewer v. Coxe, 4 Wash. C. C. R..487, Judge Washington

held, that to entitle the author of a book to a copyright, he

must deposit a printed copy of the title of sach book in the

clerk’s office ; publish a copy of the record of his title within
the period, and for the length of time prescribed by the third
section of the act of congress of 31st of May 1790 ; and dep0s1t
a capy of the. book in the secretary of state’s oﬂ‘ice, within six
months after its publication. The requisites of the third and

fourth sections of the act of congress of 1790, relative to copy-

rights, are not merely directory ; but their performance is essen-
tial to vesting a title to the copyright secured by law. = The
act of congress.of 29 April 1802, declares, that, in addition to
the requisites -enjoined in the third and fourth sections of the
act of 1790, and before the person claiming a copyright shall
be entitled to the benefits of the same act, he shall perform all
the new requisites; and that he must perform the whole before
he shall be entitled to the benefits of the act. ¢ It seems to
me,” says the Judge, “that the act will admit of no other
construction.” _

The argument upon the two acts taken together is plain and
convincing. Act of 1790, 1 Story’s Laws of United States 94 ;
~ Avt of 1802, 2 Story’s Laws of United States 866. The ques-
tion, be it remembered, is, what are the requisites under the act
of 1802.

1. When these acts were passed, the whole subjéct of copy-
rights was open for leglslatlon The object of congress was
to carry into effect the provisions of the conetltutlon, by estab-
lishing a mode of obtaining a copyright. The provisions of the
laws have no other view.

It is material and reasonable, then, to suppose, that whatever -
was directed to be done was a requirement. The acts to be
performed, were to secure for a limited time to an author, the
. benefit of -his writings ; and these acts were directed for that
purpose. It is impossible to distinguish, so that one of the acts
shall be decreed material, and another not so. The whole,
and each of the acts are pointed out in the law, and ‘the most
natural course is to deem them all material. They do all, in
effect, constitute the conditions of the title ; they constitute the
© title itself.
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2. Upon the words of the act it seems impossible to raise a
doubt. They are plain, clear, and require no explanation.
The acts they require, are of easy performance ; the evidence
that.they have been performed, can always be obtained and
preserved. The reason of requiring these acts is not here in
question.

It is probably true, that when the act of 1790 was passed,
congress had before them the statute of Anne, and the decisions"
of the English courts upon that statute, and on all the litigated
questions of literary property, and of copyright. Thisis equally
true of the act of 1802 ; and this must be considered in reading
that act.

But the reason of the requirement of ihe-law isobvious. - The
author “shall deliver a copy to the secretary of state, to be
preserved in his office.”

The copy to be delivered is not to constitute a part of the
library of the secretary of state. The books deposited for copy-
right, never do form a part of the library.of the department of
state. They are, it'is understood, always marked, ¢ deposited
for copyright,” with the date of the deposit. The books so
deposited are not lent out, or ought not to be. - They are “ to be
preserved in the office” of the secretaryof state. They are not
delivered for the sake of the officer, nor are they like the copies
delivered to the stationers’ company, under the act of Anne.

Why does the law require a copy to be deposited in the office
of the secretary of state 7 It isa material requirement. Why,
it is asked, were models and drawings to be deposited in the
patent office, a part of the department of state? That is a
kindred subject, and the reason is the same in one case as in
the other.

If a model, or a drawing of a machine or invention is
required to be deposited in the patent office, the reasens and
the objects of the requirement are, that the public may know
what the invention is; and that, after the limited period shall
have expired, they may have the use of it, according to the
purpose of the provision in the constitution. A beok or writing
is required. to be deposited for the same reason. The matter
claimed as original is there to be preserved, in order that the
extent and nature of the claim for the limited -period may be
known. The deposit of the title in the clerk’s office, the pub-
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‘lication of the record in the newspapers, give no information of
the contents of the work ; but the deposit of it in the secretary’s
office does this : and as it is “to be preserved” there at all times,
there the extent of the author’s claims can be always known.

The law enjoins on the secretary of state obligations which
are consistent with those views of its purposes. It is made his
duty to preserve the books deposited in his office.  He is thus
the trustee of the author and of the public. The court will
not suppose this duty is ever neglected. It will always ple-
sume the injunctions of the law are complied with.

-As 'to the author, he has an easy mode of securing the:
evidence of his compliance with the law. To his rights, the
preservation of-the book deposited, is not €ssential. He has
done all that is required of him, by depositing the copy of his
work : and the certificate of the secretary of .state, which the
secrétary has power to give, will be evidenc.e of the deposite.

An _examination of the provisions of the act of 1802, must
result in the conviction that the construction contended for by
the defendants is the true one. The act must be interpreted,
not altered. It must be read in its own words, and according °
to the common meaning and use of the termsin which it is
expressed. The first-and second section of the act are those
upon which the construction is to be given; and no better lan-
guage for the clzar interpretation of them can be used than
those used by Judge Washington, in Ewer v. Coxe.

Itis of noimportance to the case, whether, by thelaw of 1790,
the acts to be done by an author were conditional or directory.
They were enjoined-—they were ‘“requisites.” The act of
1802 has so declared them, and without this they were clearly
so. This cannot be reasonably.denied.

The construction conceded by Judge Washington, in Ewer
v. Coxe, of the provisions of the act of 1790, is not satisfac-

. tory. Having ascertained to his complete satisfaction, that the
act of 1802 left no room to doubt that the acts imposed on an
author, were conditions essential to his copyright ; that venera.
ble and learned judge did not consider it necessary to examine
the provisions of the law of 1790, with the care and scrutiny.
he would have dorie, had the case rested on that law only.

The requirements of the law of 1790 are made of the party
himself. - It isin his power to perform them all. They are
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.all, and each of them, parts of a system having reference to the
‘author and ‘publisher. The act of depositing o copy in the
office of the secretary of state, is one of the number of acts by
which he evinces his intention to secure a copyright, and by
which he execules his intention. Less than the whole does
not suffice to prove the intention. Less than the whole is not
a copyright.

The publication in the newspapers is on the same footing.
It will surely be admitted that was material. Yet they are
both of the same character, There was no necessity for
either, if not for both. Unless both were to be performed, both
were nugatory ; and the whole provisions of the law might
have been a dead letter. ‘

The law of 1802 places the question of: construction of thé
act of 1790 out of doubt-or controversy. It declares the acts
stated in the law of 1790 to be requirements. He shall, in ad-
dition to the “requisites” ¢ enjoined” in the third and fourth
sections of the act of 1790, do certain things. Every word of
the law must have effect. Each section contains one re-
quisite, and no more ; neither, therefore, can be rejested. All
must have their full force. :

The second section is equally clear. It helps to construe
the other.

These, it will be seen are words of enactment, not of recital.
They make the law ; they do not declare or expound it.
Whatever the law may have been before 1802, it is now estab-.
lished. The decision in Ewer v. Coxe, in establishing the
construction of the act of 1802, establishes that of both
statutes. ‘

Under these views of the law, founded on'the fair and sound

construction of their provisiohs, and supported by the decision
in Ewer v. Coxe ; copyright is the union of these acts, the
“requirements” of the laws by an author. It is nomen collec-
tivum, signifying all that confers and constitutes the right.
- 2. Such being the law, how stand the facts of the case?
And now it must be conceded that the proof of title, and com-
pliance with the law, lies upon the complainant. He must
state tne facts distinctly in the bill, and he must prove them as
stated. Most clearly this is his duty, when he asks the extra-
ordinary aid of a court of equity.



648 SUPREME COURT
[Wheaton and Donaldson v. Peters and Grigg.]

Nor can it be deemed unreasonable to require this. The
proof of his title to copyright is of such a nature that it may
easily be preserved. 1t may consist of an official certificate of
the deposite of a copy of the work—of newspapers to prove the
required publication:

There is a want of such allegatlons in the bill, as well as of
such proof.

Mr Sergeant declined going into an examination of the bill
and evidence in support of the positions he assumed ; consider-
- -ing that they had been fully sustained by the argument of Mr

Ingersoll. He also referred, in support of these positions, to
the opinion of the learned judge in the circuit court; by whom
the case was decided.(a)
Upon the point made by the counsel for the appellants, that
the delivery of the eighty copies of the reports under the re-
porter’s act, was a compliance with the requisite of copyright
acts, of the-deposite of a copy in the secretary of state’s office;
- he also referred to the- decision of Judge Hopkinson.

~The case, as ‘exhibited on the record, and by the examina-
tion of it which has been submitted to the court, is one which
has no claim to the relief sought by the complainants. Its .
" principal features are repeated, to-connect with them -other
matters deserving the consideration of the court.

" Mr Wheaton undertook the preparation and publication of
the reports of the decisions of the court, under the appointment
of -the court.. He furnished nothing original from his own
mind; All the contents of the reports were the fruits of the
" minds of others; supplied for the public use; at the public ex-

pense ; or at the expense of others. - There is not a thought of
Mr Wheaton’s from the beginning to the end of the work.
It was intended for the public, for their use and benefit; and
should therefore be made as public as possiblé,
~ In process of time, after the publication of the first volume
of his reports, Mr Wheaton became a public officer; with a
* salary for his labour as reporter, and obliged to perform the
duties of the office. This provision for the reports, it has been
" gaid, in the course of the argument for the complainants, was’
obtained at the earnest solicitation of Mr Wheaton. It there-

(a) Appendix, No. II.



JANUARY TERM 1834. 649

[Wheaton and Danaldson v. Peters and Grigg.]

fore became a. contract on his part, for the sum allowed by the
law, to prepare and publish the reports. See act of 1823.
He became, like the clerk of the house of representatives, keep-
ing the journals.

The object of his appointment, the plain purpose of the law,
was to preserve a record- of the proceedings and decisions of
the court; the highest tribunal in the nation; and to give them
circulation. If Mr Wheaton could have a copyright, this ob-
ject might be entirely defeated——his book might be a sealed
book.

Out of this public work it becomes necessary to compile.
something less bulky and expensive. The usefulness of such
a publication is admitted by all but those interested to deny it.
Mr Peters undertakes to prepare it, and he has completed the
work. He announced his intention, to do’ this publicly; and
fully explained his plan. No efforts were made to stay this
proceeding until invited by him; and after he had completed
the third volume of his work. If the further circulation of his
book is stopped, it will be a public injury. Such a result will
limit the knowledge of the law of the land, as determined and
established by this court, to but a small portion of the commu-
nity ; while all are interested in.knowing it.

But here a question arises, whether books of reports can be
copyrighted in England or in the United States.

"There are no cases decided in which the principle is esta-
~ blished, that reports of the decisions of courts of law are the
subjects of copyright. The case of Streater y. Roper, 4 Bac.
Abr. Prerogative ; Maugham 101, note; was reversed in par-
liament. By that decision the prerogatlve right, the right of
the patentee, was established. No right, as author, was sus-
tained by this case; but the onfrary. It is truey that Maugh-
am says the prerogative claim is ridiculous ; but it rests on a
decision that it is the ancient law. In the case of Butterworth
v. Robinson, 5 Ves. 509, it does not appear how the right was
derived.

By the decisions of the house of lords, no such right is main-
tained. No copyright, in any one author, is supported by those
decisions. - No one could report but by the authority of the
chancellor; and this authority was exclusive; ‘it prohibited all
others from interfering. Gurney v. Longman, 13 Ves. 193.

voL. viiL.—4 ¢
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~ The whole of this subject will be found to be examined in the
“compilations of Jeremy, Maugham and Godson. The law is
not established, at least it has not been so declared, that reports
can be private property. Essentially, their contents are public
property. The knowledge of the decisions of courts should
not be confined. - It is consistent with the views of this court,
that copies of their opinions should be multiplied to any extent,
and in any form required.. Publicity is the very thing required.

4. The reporter is a public officer, and his duty, by law, is,
to publish. He.has no liberty to keep back the matter which
he collects and prepares, in' the performance of his official
duties. The act of 1817, 3 Story’s Laws 1639, regards him as
a public officer. So by the subsequent acts, which will be
found in Story’s Laws 1803, 1913, 2046. The court, in
3 Peters 397, at January term 1830, decided that the reporter
was the proper officer to give copies of the opitiions of the court,
when lequned Could he refuse such copies? Could he re-
fuse to give a copy of a report of a case, when asked for it; on
the ground that it was his property, and only to be used by his
consent, and for his benefit. The whole purpose of the re-
porter’s act would be defeated, could this be done. That act
makes him the officer to give publicity to the proceedings. of
the court ; but, upon this view of the matter, it has placed him
in a situation to get possession of the official actions of the
court ; it has given access to the records of the court, and has
placed him in a situation by which he has obtained all the
materials to accomplish the plain and obvious intention of the
law, for his private advantage, and that he may defeat and set
at naught that intention. Such cannot be the law. This
court will never sanction such pxetensxons.

The purpose of the appellants is to subject the defendants to
all the evils of a violation of the copyright acts, by a proceed-
ing which deprives them of the benefits of a tiial by jury.
Such a course will not receive the favour of this court.” The
facts upon which the rights of the complainants must rest,
whatever may be the construction of the acts of congress, are
not made out. All the essential facts to sustain their claims
are denied ; and certainly, it will be admitted, the prdof offered
to sustain them by the complainants, is imperfect. Will the
court, then, give its aid in such a case ? Wil they reverse the
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decision of the circuit court, and order a perpetual injunction.
Will they not say to the complainants, If you have rights, go
‘into a court of law and establish them ?

Mr Webster, in reply.

There was at one period no regular series of reports of the de-
cisions of this court. Mr Cranch’s reports had beenpublished as
far as the sixth volume; the rest of the matter, which afterwards
formed the remaining volumes, was in manuseript. In this
state of things, Mr Wheaton proposed a regular annual publi-
cation of the decisions, with good type, and to be neatly printed.
It was found necessary that there should be some patronage
- from the legislature, there being so few persons who would
purchase the reports, Mr Wheaton applied to congress, per-
sonally solicited its aid, and made a case which prevailed.
Congress passed a temporary law, which was renewed again
and again. The successor of Mr Wheaton bas had the full
benefit of the grant obtained by the personal exertions of Mr
Wheaton.

If the work of the appellee be an interference with the rights
of the appellants, it is not a heedless one ; it may not be an
intentional interference, but the acts which constitute it are
intentional. "The defendant was well advised of the injury
which the appellants foresaw. This is fully proved by the
evidence. The publication of the defendant has materially
injuréd the appellants. "Many volumes of Wheaton’s Reports .
were on hand, unsold, at the time of the publication of the
third volume-of Condensed Reports.

The intention of the defendant was not to make an abridge-
ment, but to make a substitute for the whole of the appellant’s
work, The reports of the appellant were the result of the joint
action of congress and the reporter ; they set the price.  If con-
gress had thought that the people should have them cheaper,
they would have lowered the price. The defendant should
not have run a risk in accommeodating the public; they could
judge for themselves.

The question before the court is one for the most enlarged
and liberal consideration. ‘Cases which are not in form, but
are in substance an infringement of the autl.or’s rights, are to
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be viewed, as respects-the author, liberally. This spirit. per-
vades all the adjudged cases.

Has there been an indefensible use of the appellant’s labours?
In the Condensed Reporis there is the same matter as in the
reports of the appellant, under the same names, -Is this-an
abr 1dgement’l An abridgement fairly done, is itself author-
ship,.requires mind ; and is not an infringement, no moreé than
another work on .the same subject, In the English osurts
there are frequently more reports than one of the same cases.
These reports are distinct works. Abridgements are the efforts
of different minds. The Condensed Reports have none of the
features of an abridgement, and the work-is made up of the
same cases, and no more than is contained in Wheaton’s Re-
ports.

The attention of the court is called to certain facts. The -
laws of congress relating to the reporter’s office do not bear on
the question of copyright. There is no intimation in-the stat-
ute of such an interference, or that the sum allowed the re-
porter is in lieu of copyright. The right in the reporter to fix
the price of the volumes, recognizes a right to exclude others
from publishing. He receives one thousand dollars, and gives
eighty copies to the United States, of the value of four hundred
dollars, Would he give up the copyright for this sum ; this
modicim ? The law was intended to secure to him the rights
he possessed, and to add to them also.

Before the statute of Anne, the copyright of authors was
acknowledged. In 1769, it underwent investigation in the
courts. 'The statute of Anne was passed 1711.  Pennsylvania
wag szttled in 1682.. The common law was carried to Penn-
sylvania on its setilement; and the statute of Anne did not
change or affect it. The copyllght of an author existed in the
colonies, and exists in the United States; and partxculally in
FPennsylvania.

It has been said by the counsel for the defendants, that there
is no legislation in the state of Pennsylvania, or judgment of
her courts recognizing the common lawright.  Before the revo-
lution there were few books made; and there are no reports of
the decisions of the courts anterior to that event. The com-

“mon law is a fountain of remedy, perennial and perpetua].' By
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its principles protecting rights when they are infiinged, and its
principles existing, although not called into action.

The import of the act of congress of 1790 is, that before its
enactment, there were legal rights of authorship existing ; it
provides for existing property, not for property created by the
statute. There is nothing for its provisions to stand upon, but
the common law. That law is not one of grant or bounty ; it
recognizes existing rights, which it secures. The aim of the
slatute was to benefit authors, and thereby the public.

The right of an author to the production of his mind is
acknowledged every where. It is a prevailing feeling, and
none can doubt that a man’s book is his boek—is his property.
It may be true that it is property which requires extraordinary
legislative protection, and also limitation. Be it so.
~ But the appellants are ‘entitled to protection under the
statute. It is a clear case. All the statutes should be taken
together. The decision of Judge Washington in Ewer v.
Coxe, was not appealed.from ; and the question is for the first -
time before this court.

Is the deposite of the copy in the office of the secretary of
state a condition precedent or subsequent? There is no ques-
tion but that it is the latter. There is no need of the deposite
being made until six months after publication. From and
after the recording of the title, the right is secured, and the
author may immediately bring his action for an 1nfrmgement
Does this case stand differently from what it would if the
action had been brought within six months after recording the
title page ? Ewer v. Coxe, says the book must be deposited,
before the right arises ; the statute says differently.

- By the act of 1790 there were certain requisites, not pre-
requisites, enjoined on an author. Daes the law of 1802 make
the requisites of the act of 1790 pre-requisites? There are
conclusive reasons against this. It was the intention of the
law to add to, but not to change the.character of the law of
1790. If this was otherwise, there was a diréct repeal of the
second section of that law, by which an action is given upon
filing- the title page in the clerk’s office.

The act of 1802 is in addition to -the first act, but not a re-
peal of it. This is the hinge of this case.. The construction
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contended for will repeal the second section of the act of 1790,
and will create a forfeiture.

- What reason is there to doubt that the copies were deposited
as required by the law ? It is the ordinary course af frade to
deliver them. Is it an unfair construction to suppose that the
one copy required by the laws to be delivered, is included in
the eighty copies.delivered as reporter ? Is there not a special
provision in the case of the reporter,.that he shall deliver
eighty copies, while others deliver one copy. 'The same term
of six months is required for the delivery in both.

" Mr Justice M’Lean delivered the opinion of the Court,

After stating the case, he proceeded :

Some of the questions which arise in this case are as novel,
in this country, as they are interesting. But one case in-
velving similar principles, except a decision by a state court,
has occurred ; and that was decided by the circuit court-of the
United States for the district of Pennsylvania, from whose de-
cree no appeal was taken.

"The right of the complainants must be first examined. Tf
this right shall be sustained as set forth in the bill, and the
defendants shall be proved to-have violated it, the court will be
bound to give the appropriate redress.

The complainants assert their right on two grounds.

First, under the common law.

Secondly, under the acts of congress.

And they insist, in the first place, that an author was enti-
tled, at common law, 1o a perpetual property in the copy of his
works, and in the profits of their publication; and to recover
damages for its injury, by an action on the case, and to the
protection of a court of equily.

In support of this proposmon, the coumel for the complain-
ants have indulged in a wide range of argument, and have
shown great industry and ability. The limited time allowed
for the preparation of this opinion, will not admit of an equallv
extended consideration of the subject by the court.

Perhaps no topic in England has excited more discussion,
among literary and talented men, than that of the literary pro- .
-perty of authors. So engrossing was the subject, for a long
time, as to leave few neutrals, among thoee who were distin-
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“guished for their learning and ability., Atlength the question,
whether the copy of a book or literary composition belongs to
the author at common law, was brought before the court of
king’s bench, in the great case of Miller v. Taylor, reported in
4 Burr. 2303.  This was a case of great expectation ; and the
four judges, in giving their opinions, seriatim, exhausted the
argument on both sides. Two of the judges, and Lord Mans-
field held, that, by the common law, an author had a literary
property in his works ; and they sustained their opinion with
very .great ability. Mr Justice Yeates, in an opinion of great
length, and with an ability, if equalled, certainly not surpassed,
maintained the opposite ground.

Previous to this case, injunctions had issued out of chancery
to prevent the publication of certain works, at the instance of
those. who claimed a property in tie copyright, but no decision -
had been given. And a case had been commenced, at law,
between Tonson and Collins, on the same ground, and wag
argued with great ability, more than once, and Bhe court of
king’s bench were about to take the opinion of all'the judges,
when they discovered that the suit had been brought by col-
lusion, to try the question, and it was dismissed.

This question was brought beforé the house of lords, in the
case of Donaldson v. Beckett and others, reported in4 Burr, 2408;

Lord Mansfield, being a peer, through feelings of delicacy,
declined giving any opinion. The eleven judges gave their
opinions en the following points. 1st. Whether at common law
an author of any bobk or literary -composition, had the sole
right of first printing, and pubhshlng the same for sale ; ; and
might bring an action against any person who printed, pub-
lished and sold the same, without his consent. On this ques-
tion there were eight judges in the affirmative, and three in .
the negative.

2d. If the author had such right originally, did the law take
it away, upon his printing and publishing such book or literary
composition ; and might any person, afterward, reprint and

~gell, for his own benefit, such book or literary composition,

against, the will of the author. This question was answered
in the affirmative, by four judges, and in the negative by seven.

3d. If such action would have. ldin, at common law, is it
taken away by the statute of 8 Anne; and is an author, by
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the said statute, precluded from every remedy, except on the
foundation of the said statute, and on the terms of the condi-
tions prescribed thereby. Six of the judges, to five, decided
that the remedy must be under the statute.

4th. Whether the author of any literary composition, and
his assigns, had the sole right of printing and publishing thé
same in perpetuity, by the common law.* Which question
was decided in favour of the author, by seven judges to four.

5th. Whether this right is any way impeached, restrained or
taken away, by the statute 8 Anne? Six, to five judges, de-
cided that the right is taken away by the statute. And the
lord chancellor, seconding Lord Camden’s motion to reverse,
the decree was reversed.

It would appear from the points decided, that a majority of
the judges were in favour of the common law right of authors,
but that the same had been taken away by the statute.

The title and prearable of the statute, 8 Anne, ch. 19, is ag
follows : ¢ An act for the encouragement of learning by vest-
ing the copies of printed books in the authors or purchasers: of
such copies, during the times therein mentioned.

& Wheleas printers, booksellers and other persons, have of
late frequently taken the liberty of printing, reprinting.and
publishing, or causing to be printed, reprinted and published,
books and other writings without the consent of the authors or
proprietors of such books and writings, to their very great
detriment, and too often to the ruin of them and their fami-
lies,” &ec.

-In 7 Term Rep. 627, Lord Xenyon says, ¢ all arguments
in the support of the rights of learned men in their works,
must ever be heard with great favour by men of liberal minds
to whom they are addressed. It was probably on that account
that when the great question of literary property was discussed,
some judges of enlightened understanding went the length of
maintaining, that the right of publication rested exclusively
in the authors and those who claimed under them for all time;
- ‘but the other opinion finally prevailed, which established that
the right was conifined to the times limited by the act of parlm-
ment. And, that, I have no doubt, was the right decision.”

*And in the case of the University of Cambridge v. Pryer, 16
East. 319, Lord Ellenborough remarked, it has been said that
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_the statute of 8 Anne has three objects : but I cannot subdi-
“vide the two first; I think it has only two. The counsel for
. the plaintiffs contended that there was no right at common

law ;- and perhaps there might not be; but of that we have
. hot particularly any thing to do.”

From the above authorities, and others which might be
referred to if time permltted the law appears tobe well settled
in England, that, since the statute of 8 Anne, the literary pro-
perty of an author in his works can only be asserted under the
statute. And that, notwithstandipg the opinion of a maJouty
of the judges in the great case of Miller v. Taylor was in-
favour of the common law. right before the statute, it is still

- considered, in England as a quesuon by no means free from
doubt.

That an author, at common law, has a property in his manu-
script, and may obtain redress against any one who deprives
him of it, or by improperly obtaining a copy endeavours to real-
ise a profit by its.publication, cannot be doubted ; but this is a
very different right from that which asserts a perpetual and
exclusive property in the future publication of the work, after '
the author shall have published it to the world.

The argument that a literary man is as much entitled tothe -
product of his labour as any other member of society, cannot

.be controverted. And the answer is, that he realises this pro-~
duct by the transfer .of his manuscripts, or in the sale of his
works, when first published. -

. A book is valuable on account of the maitter it contains, the

" ideas it communicates, the. instruction or entertainmient it

- affords, .Does the author hold a perpetual property in these ?.
Is there an implied contract by every purchaser of his book,

that he may realise whatever instruction or entertainment

which the reading of it sha,ll glve, but shall nol; write out or

print its contents.

In what respect does the right of an author differ from that
of an individual who has invented a most useful and valuable
machine? In the production of this, his mind has been as
intensely engaged, as long; and, perhaps, as: usefully to the
public, as any distinguished aithor in the. composition of his.
book. -

The result of their labours may be equally beneficial to -

VoL viiL—4 H
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society, and in their respective spheres they may be alike
distinguished for mental vigour. Does the common law give
a perpetual right to the author, and withhold it from the inven-
tor? And yet it has never been pretended that the latter
could hold, by the common law, any property in his inven-
tion, after he shall have sold it publicly.

It would seem, theiefore, that the existence of a principle
may well be doubted, which operates so unequally. This is
not a characteristic of the common law. It is said to be
founded on principles of justice, and that all 1ts rules must con-
form to sound reason.

Does not the man who imitates the machine profit as much
by the labour of another, as he who imitates. or republishes a
book ? - Can there be a difference between the types.and press
with which one is formed; and the instrumeénts used in the con-
struction of the others? '

That every man is entitled to the. fruits of his own Tabour.
must be admitted; but he can enjoy them only, except by
statutory provision, under the rules of property, which regulate
society, and which define the rights of things in general:

But, if the common law right of authors were shown to exist
in England, does the same right exist, and to the same extent,
i this country.

1t is clear, there can be no common law of the United States.
The federal government is composed of twenty-four sovereign
and independent states ; each of which may have its local
usages, customs andcommonlaw. There is no principle which
pervades the union and has the authority of law, that is not
embodied in the constitution or laws of the union. = The com-
men law could be made a part of our federal system, only by
legislative adoption.

- When, therefore, a common law right is asserted, we must
look to the state in which the controversy originated. And in
the case under consideration, as the copyright was entered in
the clerk’s office.of the district court of Pennsylvama, for the
first volume of the book in controversy, and it was published in
-that state ;' we may inquire, whether the common law, ag to
v copynghts, if any existed, was adopted in Pennsylvama
1t is insisted, that our ancestors, when they migrated to this
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country, brought with them the Enghsh common law, as a
part of their heritage.

-That: this was the case; to a limited extent, is admitted. No
~ one will contend, that the common law, &s it existed in Eng-
land, has ever been in force in all its provisions, in any state in
this union. It was adopted, so far only as its prmclples were
suited to'the condition of the colonies : and from this circum-
stance we see, what is common law in one- state, is not so con-
sidered in another.. The judicial decisions, the usages and
customs of the respective states, must determine, how far the
common law has been introduced and sanctioned in each,

In the argument, it Was insisted, that no presumption could
be drawn against the existence of the common law, as to copy-
rights, in Pennsylvama, from the fact of its never having been
asserted, until the commencement of this suit.

"It may be true; in general, that the failure to assert any par-
ticular right, may afford no evidence of the non existence of
such right. But the present case may well form an exception
to this rule. ' o ‘

If the common law, in all its provisions, has not been intro-
duced into Pennsylvaniz, to what extent has it been adopted?
Must not.this court have some evidence on this subject. If no
right, such as is set up by the complainants, has heretofore been
asserted; no custom or usage established, no judicial decision
been given, can the conclusion be justified, that, by the.com-
mon law of Pennsylvania, an author has a perpetual property
in the copyright of his works.

These considerations might well lead the court to doabt the
existence of this law in Pennsylvania ; but there are others.of
a more conclusive character.

The question respecting the literary property. of authors, was
not made a subject. of judicial investigation in England until
1760 ; and no decision was given until the case of Miller v.
"I‘aylor was decided in 1769. Long before this time, the col-
ony of Pennsylvania was settled What part of the common
Jlaw did Penn and his associates bring with thém from Engand ?

- The literary property of authors, as now asserted, was thert
unknown in that country. Laws had been passed, regulating -
the publication of new works under license. ~And the king, as
the head of the church and the state, claimed the exclusive
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right of publishing the acts of parliament, the book of common
prayer, and & few other books. -

No such right at the common law had been recognized in
‘England, when the colony of Penn was organized. Long
afterwards, literary property became a subject of controversy,
but the question was involved in great doubt and: perplexity ;
and a little more than a century ago, it was decided by the
highest judicial court in England, that the right of authors
could not be asserted at common law, but under the statute.
The statute of 8 Anne was passed in 1710.

Canit be contended, that this common law right, so involved
in doubt as to divide the most learned jurists of England, at a
period in her history, as much distinguished by learning and
talents as any ocher ; was brought into the wilds of Pennsylva-
nia by its first adventurers. Was it suited to their condition 1

But there is another view still more condlusive.

In the eighth section of the first article of the constitution of
the United States it is declared, that congress shall have power
« to promote the progress of science and useful arts, by secur-
ing for limiied times, to authors and inventors, the exclusive
right to their respective writings and discoveries.”. And in
pursuance of.the power thus delégated, congress passed the
act of the 30th of May 1790. A

This is entitled “an act for the encouragement of lea'mihg,
by securing the copies of maps, charts and hooks, to the au-
thors and proprietors of such copies, during the times therein
mentioned.”

" In the first section of this act, it is provided, ¢ that from and
after its passage, the author and authors of any map, chart,
book or books, already printed within these United States,
being a citizen, &c. who hath or have not transferred to any
other person the copyright of such. map, chart, book or books,
&c. shall have the sole right and- liberty of printing, reprint-
ing, publishing and vending such map, book or books, for four-
teen years.” '

In behalf of the common law right, an argument has been
drawn from the word secure, which is used in relation to this
right, both in the constitution and in the acts of congress.
This word, when used as a verb active, sig"niﬁes to- protect,
insure, save, ascertaig, &ec. )
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The counsel for the complainants insist that the term, as
used, clearly indicates an intention, not to originate a right,
but to protect onealready in existence.

There is no mode by which the meaning affixed to any
word or sentence, by a deliberative body, can be so well ascer-
tained, as by comparing it with the words and sentences with
which it stands connected. By this rule the word secure, as
used in the constitution, could not mean the protection of an
acknowledged legal right.. It refers to inventors, as well as
authors, and it has never been pretended, by any one, either
,in this country or in England, that an inventor has a perpetual
xight, at common law, to sell the thing invented.

And if the word secure is used in the constitution, in refe-
rence o a future right, was it not so used in the act of con-
gress 1

Bat, it is said, that part of the first section of the act of con-
gress, which has been quoted, a copyright is not only recog-
nized as existing, but that it may be assigned, as the rights of .
the assignee are protected, the same as those of the author.

As before stated, an author has, by the common law, a pro-
perty in his manuscript; and there can be no doubt that the
rights of an assignee of such manuscript, would be protected,
by a court of chancery. This is presumed to be the copvright
recognized in the act, and which was intended to be protected
by its provisions. And this protection was given, as well to
books published -under such circumstances, as to manuscript
copies.

That congress, in passing the act of 1790, did not legislate
in reference to existing rights, appears ¢lear, from the provision
that the author, &c. “shall have the sole right and liberty of
printing,” &c. Now if this exclusive right existed at common
law, and congress were about to adopt legislative provisions for
its protection, would they have used this language? Could they
have deemed it necessary to vest a right aheady vested. Such
a presumption is refuted by the words above quoted, and their
force is not lessened by any other part of the act.

Congress, then, by this act, instead of sanctioning an exist-
ing right, as contended for, created it. This seems to be the
clear import of the law, connected with the circumstances
under which it was enacted.
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. "From these considerations i would seem, that if the right of
the complainants can be sustained, it ‘must be sustained under
the acts of congress. Such was, probably, the opinion of the
counsel who framed the bill, as the right is asserted under the
statutes, and no particular reference is made to it as existing
at common law. The claim, then, of the complainants, must
be examined in reference to the statutes under which it is
asserted. : ‘ ,

There are but two statutes which have a bearing on- this
subject; one of them has already been named, and the other
was passed the 29th of April 1802. '

The first section of the act of 1790 provides, that an author,
or his assignee, “shall have the sole right and liberty of print-
ing, reprinting, publishing and vending such map, chart, book
or books, for the term of fourteen years, from the recording of
the title thereof in the cleik’s office, as hereinafter directed :
‘and that the author, &c. in books not, published, &c. shall have
the sole right and liberty of printing, reprinting, publishing
and vending such map, chart, book or books, for the like term
of fourteen years, from the time of recording the title thereof
in the clerk’s office, as aforesaid. And at _the'expiration of
the said term, the author, &c. shall have the same éxclusive
right continued to him, &c. for the further term of fourteen
.years: provided he or they shall cause the title thereof to be a
second time recorded, and published in the same manner as is
hereinafter directed, and that within six months before the
expiration of the first term of fourteen years.”

The third section provides, that ¢ no person shall be entitled
to the benefit of this act, &c., unless he shall first deposit,
&ec., a printed copy of the title in the clerk’s office, &c.”
“ And such author or proprietor, shall within two months
from the date thereof, cause a copy of said record to be pub-
lished in one or more of -the newspapets printed in the United
States, for the space of four weeks.” '

And the fourth section enacts that * the author, &c., shall,
within six months afler the publishing thereof, deliver or cause
to be delivered to the secretary of state, a copy of the same,
to be preserved in his office.”

The first section of the act of 1802 provides, that *“every
person who shall claim to be the author, &c:, before he shall
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be entitled to the benefit .of the .act entitled an dct for the
encouragement of learning, by securing the copies of maps,
charts and books, to the authors and proprletors of such copies,
during the time therein. mentioned, he shall, in addition to the
requisites enjoined in the third and fourth sections of said act,
if a book or books, give information by causing the copy of the

“record which by said act he is required to publish, to be insert-
ed in the page of the book next to the title.”

These are substantially the provisions by which the com-
plainants’ right must be tested. They claim under a renewal
of the term, but this necessarily involves the validity of the
right under the first as well as-the second term. In the lan-
guage of the statute, the *same exclusive right” is continued
the second term that existed the first.

It will be observed, that a right accrues under the act'of
1790, from the time a copy of the title of the book is deposxted
in the cleri’s office. But the act of 1802 adds another requi-
site to'the accruing of the right, and that is, that the record
made by the clerk, shall be pubhshed in the page next to the
title page of the book.

And it is argued with great earnestness and ability, that
these are the only requisites to the perfection of the complain-
antg’ title. - That the requisition of the third section to give
public notice in the newspapers, and that contained in .the
fourth to deposit a copy in the department of state; are acts
subsequent to the accruing of the right, and whether they are
performed or not, cannot materially affect the title.

The case is compared to a grant with conditions subse-.
quent, which can never operate as a forfeiture. of the title. It
is said also that the object of the publication in the newspapers,
and the deposite of the copy in the department of state was
merely to give notice to the public; and that such acts, not
being essential to the title, after so great a lapse of time, may
well be presumed. That if neither act had been done, the
right of the party having accrued, before either was reuired
to-be done, it must remain unshaken.

This right, as has been shown, does not exist at common
law—it originated, if at all, under the acts of congress. No
one can deny that when the legislature are about to vest an
exclusive right in an author or an inventor, they have  the
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power to prescribe the conditions on which such right shall be
enjoyed ; and that no ouve can avail himself of such right who
does not substantially comply with thé requisitions of the law.

This principle is familiar, as it regards patent rights; and it
is the same in relation to the copyright of a book. If any dif-
ference shall be made, as it respects a strict.conformity to the
law, it would seem to be more reasonable to make the require-
ment of the author, rather than the inventor:

The papers of the latter are examined in the department of
slate, and require the sanction of the attorney-general; but
the author takes every step on his own responsibility, un-
checked by the scrutiny or sanction of any public functionary.

The acts required to bé done by an author, to secure his
right, are in the order in which they must naturally transpire.
First, the title of the book is-to bhe deposited with the clerk,
and the record he makes must be inserted in the first or second
page ; then the public notice in the newspapers is to be given;
and within six months after tlie’ publication of the book, a
copy must be deposited in the department of state.

A right undoubtedly accrues on the record being made with
the clerk, and the printing of it as required ; but what is the
nature of that right. Is it perfect? If so, the othér two
requisites are wholly useless.

How can the author be compelled either to give notice in
thé newspaper, or deposit a copy in the state department.
The statute affixes no penalty for a failure to perform either of
these acts; and it provides no means, by which it may be
enforced.

But we are told they are unimportant acte. If they are
indeed wholly unimportant, congress acted unwisely in requir-
ing them to be done. But whether they are important or
not, is not for the court to determine, but the legislature ; and
in what light they were considered by the legislature, we can
learn only by their official acts.

Judging then of these acts by this rule, we are not at liberty
to say they are unimportant and may be dispensed with.
They are acts which the law requires to be done, and may this
court dispense with their performance ?

But the inquiry is made, shall the non performance of these
subsequent conditions operate as a forfeiture of the right ?
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"The answer is, that this is not a technical grant of precedent
and subsequent conditions.. All the conditions are important ;
the law requires them to be performed;-and, consequently, their
peiformance is essential to a perfect title. On the perform-
ance of a part of them, the right vests; and this was gssential
to its protection under the statute: but other acts are to be

- done, unless congress have legislated in vain, to render the
_right perfect.

. The notice could not be published until after the entry with
the clerk, nor could the book be deposited with the secretary
of state -until it was published. But these are acts not less
important than these which are requiréd to be done previously.
They form a part of the title, and until they are performed, the
title is not perfect.

The deposite of the book in the department of state, may be
important to identify it at any future period, should the copy-
right be contested, or an unfounded ‘claim of authorship as-
serted.

But, if doubts could be enteitained whether the notice and
deposite of the book'in the state departiment, were essential to
the title, under the act of 1790; o which act ny-: opinion is
principally founded; though I consxdel it in connexion with-the
other act; there is, in the opinion of three of the judges, no
‘ground for doubt under the act of 1802.. The latter act de-
clares that every author, &c. before he shall be entitled to the
benefit of the former act, shall, “in addition to the requisitions
enjoined in the third and fourth sections of said act, if a book,
publish,” &c.

Is not this a olear exposition of the first act ! ? Can an au-
thor claim the benefit of the dct of 1790, without performing
% the requisites enjoined in the third and fourth sections of it.”
If there be any meamng in language, the act of 1802, the
three judges think, requires these requisites to be performed “in
addition” to the one required by that act, before an author, &e.
“ shall be entitled to the benefit of the first act.”

The rule'by which conditions precedent and subsequent are
construed, in a grant, can have no application to the case under
consideration ; as every requisite, in both acts, is essential to-
the title.

A renewal of the term of fourteen years, can only be ch-
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tained by having the title page recorded with the.clerk, and
the record published on the page next to that of the title, and
public notice given within six months before the expiration of
the first terim.

© In opposmon to the construction of the’ ahove- statutes, as
‘now glven, the counsel for the complainants referred to several
decisions in England, on the construction of the statute of:
8 Anne, and other statutes.

“1n the case of Beckford v. Hood, 7 Term. Rep. 620, the court
of king’s bench decided, ¢ that an author, whose work is pn‘at,ed
before the ‘expiration of twenty-eight years from the first pub-
lication of it, may maintain an action on the case for damages,
against the offending party, although the work was not eéntered
at Stationers Hall.” ,But this entry was necessary only to
subject the offender to certain penalties, provided in: the statute
of 8 Anne. The suit'brought was not-for the penalties, and
. consequently, the entry of the Work at Stationers Hall, was
“not made a question -in the case.” In the case of Blackwell
~v: Harper, 2 Atk. 95, Lord Hardwickeis reported to have said,
upon the-act of 8 Anne, c.'19, * the clause of reglstenng(wnh
the; Stationers Company, is relative to the penalty, and the
property cannct vest without 'such entry;” for the-words are,
¢ that nothing in this act shall be construed to- subject ‘any -
bookseller, &c. to the forfeitures, &c. by reason of printing any
book, &c. unless the title to the copy of such book, hereafter
published, shall, before such publication, be entered in ‘the
.register book of the Company of Stationers.”

The very language quoted by his lordship shows, that the

entry was not necessary to an investiture of. the-title, but to
the recovery of the penalties provided in the act against those
who pirated the work.
" His lordshlp deeided in the same case,that “underan act of
parliament, providing that a certain inventor shall have the
sole right and liberty of printing and reprinting certain -prints
for the term of fourteen years, and to commence from the day -
of first publishing thereof, which shall be truly engraved with
the name of the proprietor-on each plate, and printed on every
such print or prints,” the property in the prints. vests abso-
lutely in the engraver, though the day of publication is not
mentioned.”
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- The authority of this case is seriously questioned in the case-
of Newton v. Cowie, 4 Bingham 241.  And it would seem, fromi,
the desision of Lord Hardwicke, that he had doubts of the cor-
rectness of the.decision; as he decreed an injunction; without

- by-gone profits. * And Lord Alvanly, in the-case of Harrison v.
Hogg, cited in 4 Bing. 242, said < that he was glad he wds

relieved ‘from.deciding on the same act, as he was inclined to
differ from Lord Hardwicke.”

By a-reference to the English authorities in the construc-:
tion of siatutes, somewhat analogous to those under which the
cOmplamants set up their right, it will be found that the de-
cisions often conflict with each other; but it is believed that no
.settled construction has been given to any British statute, in
all respects-similar to those under - consideration, which is at’
variance with the one now given. If, however, such an
instance -could be found, it would not lessen the confidence we
feel in the correctness of the view which we have taken.

‘The act of congress under which Mr Wheaton, one of the
complamants, in his capacity of reporter,-was Tequired ‘to .
deliver eighty copies of each volume of his reports to the de-
partment of state, and which were; probably, faithfully deli-
vered, does not exonerate. him from the deposite of a copy
under the act of 1790. The eighty -volumes were delivered

for adifferent purpose; and cannot excuse the deposite of the
one volume as-specially required.

The construction of the acts of congress bemg gettled,.in
the further investigation of the case it would become necessary:
fo look into the evidence and ascertain whether the complain-
ants have not shown a substantial compliance with every legal
requisite. But on reading the evidence we entertain .doubts;
which induce us to remand the cause to the circuit couit,
where the facts can be ascertained by a jury.

And the cause is accordingly remanded to the circuit court,
with directions to that court to order an issue of facts to be
examined and tried by a jury, at the bar of said court, upon
this pdint viz. whether the said Wheaton as author, or any
other person as proprietor, had complied with the requisites
prescribed by the third and. fourth sections of the said act of
congress, passed .the 31st day of May 1790, in 1egard to the

: volumes of Wheaton s Reports i in the said-bill mentioned, or in
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regard to one or more of them in the following particulars, viz.
whether the said Wheaton or proprietor did,. within> twe
months from the date of -the recordmg thereof in the clerk’s

office of the district court, cause a copy of the said recond to be
published in one or more of the newspapets printed in the
resident states, for the space of four weeks; and whether the
said Wheaton or proprietor after the publishing thereof, did
deliver or cause to be delivered to the secretary of state of the
United States, a copy of the same to be preserved in-his office,
vaccordmg to the p10v1s1ons of the said third and fourth sections
of the said act.

And if the said requisites have not- been comphed with in
regard to all the said volumes, then the jury to find in particu-
lar in regard to what volumes they or either of them have
been so complied with.

It roay be proper to remark that the court are unanimously
of opinion, that no reporter has or can have any copyright in
the ‘written opinions delivered by this court; and that the
judges thereof cannot confer on any reporter any such right.

Mr Justice TnomesoN, dissenting.

It is matter of regret with me, at any time to dissent from
an opinion pronounced by a majority of- this-court, andwhere
my mind is left balancing, after a full examination of the case,
my habitual respect for the opinion of my brethren may justify
a surrender of my own. But where no such apology is left to
me to rest upon, it becomes'a duty to adhere to my own opinion ;
and I shall proceed to assign the reasons which have led me
to a conclusion different from that at which a majority of the
court has arrived.

- It is unnecessary for me tostate any thing more with respect
to the bill and answer, than barely to observe that the com-
plainants in the court below rest their <claim, both upon the
statutory and the common law right. The bill charges, that
all the provisions of the acts of congress have been complied
with ; that every thing has been done which was required by

“ those acts in order to entitle them to the benefit thereof; and
that if it were otherwise, the orator, Henry Wheaton, has,
the author of said reports, the property in the copy of the same,
-and the sole right to eniov and dispose of the same.
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It would be improper in the present stage of this cause to-
examine the evidence which: was before the court below,
touching certain questions of fact which it is alleged are re-
quired by the acts of congress in order to entitle the complain-
ants to the benefit of those acts, have been complied with.
An issue has been directed to inquire into those matters, Nor
is it deemed necessary to examine whether the publication of
the Condensed Reports by the defendants, is a violation of the
- complainants’ copyright, if they have complied with all the
requisites of the acts of congress.” This would seem necessarily
implied, by the ordering of the issue; for such inquilies would
be useless, if the 1|ght secured under those acts has not been
violated.

" I shall therefore confine myself to an examination of the
common law right, and the effect and operation of the acts of
congress upon such right. :

I think I may assume as a proposition not to be questioned,
that in England, prior to the statute of Anne, the right of an
author to the benefit and profit of his work, is recognized by
the common law. No case has been cited on the argurment,
and none hag fallen under my observation, at all throwing in
doubt this general proposftion. Whenever the question has
been there agitated, it has been in connection with the opera-
tion of the statute upon this right. The case of Miller v.
Taylor, 4 Burr. 2303, decided in the year 1769, was the first
determination in the court df king s bench upon the common
law right of literary property. ~ In that case the broad question
is stated and examined, whether the copy of a book or literary
composition belongs to the author by the common law ; and
three of the judges, including Lord Mansfield, decided in the
affirmative. Mr Justice Yeates dissented. But I am not aware
that upon this abstract question a contrary decision has ever
been ‘made in England. This would seem to be sufficient to
put at rest that general question, and render it unnecessary to
go into a very particular examination of the reasons and
grounds upon which the decision was founded. The elaborate
examination bestowed upon the question by the judges in that
case, has brought into view, on both sides of the question, the
main arguments of which the point is susceptible. The great
principle on which the author’s right rests, is, that it is the
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fruit or production of his own labout, and which may, by the
labour of the faculties of the mind, estabhsh a rlght of property,’
ag well as by the faculties of the body ; and # is difficult to-
perceive any well founded objection to such a claim of right.
It is-founded upon the soundest principles of 1ust1ce, equity and
public policy. * Blackstone, in his Commientaries, 2d-vol. 405, .
has succinctly stated the principle, that when a man, by the
~ exertion of his rational powers, has produced an original work,
he seems to have clearly a right to dispose of that identical
work as he pleases; and any a attempt to vary the disposition he
has niade: of it, appears to be an invasien of that right. That-
the ‘identity of - literary composition consists entircly in the
sentiment and the language. The same conception, clothed
in the same words, must necessarily be the same composition ;
and whatever method be taken to exhibit that composition te
the ear or to the eye of another, by recital, by writing, or by
printing, in any number of copies, or at any period of time; it is -
always the identical work of the author which is so exhibited;
and 1o other man, it has been thought, can have a right’ to
exhibit it, especially for proﬁt without the author’s consent.
The origin of this right is not probably to be. satisfactorily
ascertained, and indeed if it could, it might be considered an
objection to its existence as a common law right; but-from the
time of the invention of printing, in the early part of the fif-
teenth century, such a right seems to. have been 1ecogn17ed
The historical account of the recofnition of the right, is to be
collected from the discussions in Miller v. Taylor.  The Sta-
tioners Company was incorporated in the year 1556, and from
that time to the year 1640 the crown exercised an unlimited
authorlty over the press, which was enforced by the summary
process of search, confiscation and-imprisonment, given to the
 Stationers Company, and executed by the then supreme juris-
diction of the star chamber. In the year 1640 the star chamber
was abolished; and the existence of copyughtb before that
period, upon prmmples of usage, can only be looked for in the
Stationers Company, or the star chamber or acts of ‘state; and:
the evidence upon this point, says Mr Justice Wills, is liable to
little suspicion. . 1t was indifferent to the views of government
whether the property of an innocent book licensed, was open or

private property.
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lt was certainly agamst the power of the crown to allow it.

- as private property, without being protected by any royal pri-
vilege: - It could be done.only on principles of private justice,

moral fitness and public -convenience, which, when applied-to

anew subject, make cominon law, without a precedent ; much

more when received and . approved by usage. And in this

case of Miller v. Taylor, it was found by the special verdict,

«.that before the reign of her late majesty; queen Anne, it was

. usual to purchuse from authors the perpetual copyright of their

books, and to assign the same from hand to hand for valuable

consideration, and 10 make the same the subject of family set-

tlements, for the provision of wives and children.” This usage

is evidence of the common law, and shows that the copyright -
was considered and -treated as- property, transferable from

party to party; and property, too, of a permanent nature, suit-

able for family settlement and provisions.. '

Common law, s says Lord Coke, 1 Inst. 1, 2, is sometimes
called right,- common right, common justice.. And Lord Mans-
field says, the common law is drawn from the principles of right
and wrong, the fitness of things, convenience and policy. And
it-is upon these principles that the copyright. of authors is pro-
tected.. Aftér.the year 1640, when the press became sybject.
‘to license, the various ordinances and acts of parliament referred
to in Miller v.. Tayloer, and eollected in Maugham’s treatise on
the Law of Literary Property, p. 18—16, necessarily- lmplv,
and ‘presuppose, the existence of a common- law right in the
author. :

The common. law, says an-eminent jurist, 2 Kent’s Comm.
471, includes those principles, usages and rules‘of action, ap-
plicable to the government and security of person and property
which do got rest for their authority upon any express and
positive declaration of the will of the. legislature. A great
proportion of the rules and maxims. which constitute the im-
mense code o1 the cominen law, grew into use by gradual
adoption,.and received, from time to time, the sanction of the
courts -of justice, without any legislative act or interference.
It was the application of the: dlctates of natural justice, and of
cultiva'ted reason, to par ticular cases. In the just language of
sir Matthew Hale, the common law of England is not the pro-
duct of the wisdom of some one man, or society of men, in-any
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one age, but .of the wisdom, counsel, experience and observa-
tion of many ages of wise and observing men. And, in ac-
cordance with these sound principles, and as applicable to the
subject - of copyright, are the remarks’of Mr Christian, in his
notes to Blackstone’s Commentaries, 2 Bl Comm: 06, and
note. Nothing, says he, is more erroneous, than the practice -
of referring the origin of moral rights, and the system of natu-
ral equity, to the savage state, which is supposed to have pre-
ceded civilized establishments, in which literary comp()sition,
and, of consequence, the right to it, could have mo existence.
But the true mode of ascertaining a meral right, is to inquire
whether it is such as the reason, the cultivated reason of man-
kind must necessarily assent to. No proposition seems more
conformable to that criterion, than that every one should enjoy
the reward of his labour, the harvest where he:has sown, or.
the fruit of the tree which he has planted. Whether literary
property is sui generis, or under whatever denomination of
rights it may be classed, it seems founded upon the same prin-
ciple of general utility to society, which is the basis of all other
moral rights and obligations. - Thus considered, an author’s
copyright ought to be esteemed an invaluable right, established
in sound reason and abstract morality.

It is unnecessary, for. the purpose of showing my views upon
this branch of the case, to add any thing more. In my judg-
ment, every principle of justice, equity, morality, fitness and
sound policy concurs, in protecting the literary Iabours of men,
to the same extent that property acquired by manual labour is
protected. The objections to the admission of the common law
right of authors, are generally admitted to be summed up, in all
their force and strength, by Mr Justice Yeates, in the case of
Miller v. Taylor. These objections may be classed under two
heads ;| the one founded upon the nature of the property or
subject matter of the right claitned; and the other on the pre-
sumed abandonment of the right by the author’ s publication.

- The first appears to me to be too subtle and metaphysical to
command the assent of any one, or to be adopted as the ground
of deciding the question. It seems to be supposed; that the
right’ claimed is to the ideas contained in the book. Lhe
.claim, says Mr Justice Yeates, is to the style and ideas of the
author s composmon and it is a well established maxim, that
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nothing can be an object of property which has not a torporal
substance. The property claimed is all ideal ; a set of ideas
which have no bounds or marks whatever—nothing that is
capable of a visible possession—nothing that can sustain any
one of the qualities or incidents of property. Their whole
existence is in the mind alone. Incapable of any other modes
of acquisition or enjoyment than by mental possession or ap-
prehension ; safe and invulnerable from? their own immate--

‘riality, no trespass can reach them, no tort affect them ; no
fraud or violence diminish or damage them. Yet these are the
phantoms which the author would grasp and confine to him-
self; and these are what the defendant is charged with having
robbed the plaintiff of.

He asks, can sentiments themselves (apart from the paper
on which they are contained) be taken in execution for a debt ;-
or if the author commits treason or felony, or is outlawed, can
the ideas be forfeited ? Can sentiments be seized ; or, by any
act whatever, be vested in the crown? If they cannot be
seized, the sole right of publishing them cannot be confined to
the author. How strange and singular, says he, must this
extraordinary kind of property be, which cannot be visibly pos-
sessed, forfeited or seized, nor is susceptible of any external
injury, nor, consequently, of any specific or possible remedy.-

_ These, -and many other similar declarations are made by
Mr Justice Yeates, to illustrate his view of the nature of a copy-
right. And he seems to treat the question, as if the claim was
to a mere idea, not embodied or exhibited in any tangible form
or shape. No such pretension has ever been set up, that I am
aware of, by any advocate of the right to literary property.
And this view of it would hardly deserve a serious notice, had
it not been taken by a distinguished judge. Lord Mansfield,

- in the case of Miller v. Taylor, in defining the nature of the
right or copyright says, “I use the word copy.in the techni-

~ cal sense in which that name or term has been used for ages,

to signify an inoorporeal right to the sole printing and pubhsh-
ing of something intellectual, communicated by letters;* and
this is the sense in which I understand the term copyright
always to be used, when spoken of as property.
The other objection urged by Mr Justice Yeates, that the
publication by’ the author is an. abandonment of the exclusive
VOL. vIIL—4 K
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right, rests upon more plausible grounds, but is equally destitute
of solidity.

This would seem, according to his view of the case, the mam.
pointin the cause. The general question, he says, is, whether,
after a voluntary and general publication of an autho’s work
by himself, or by his authority, the author has a sole and pet--
petual property in that work, so as to give him a right to con-
fine every subsequent publication to himself, or his assigns, for
ever.

- And he lays down this general proposition. That the right
of publication must for ever depend on the claimant’s property
in the thing to be published. Whilst the subject of publication
continues his own exclusive property, he will so long have the
sole and perpetual right to publish it. But whenever that
propetty ceases, or by any act or event becomes common, the
right of publication will' be equally common. The particular
terms in which Mr Justice Yeates states his proposition, are
worthy of notice. ' He puts the case upon its being a general
publication, the meaning of which undoubtedly is, that the pub-
lication is withput any restriction expressed or implied, as to
the use to be made of it by the party into whose hands it might
come, by purchase oy otherwise. Unless such was his meaning,
the proposition, I presume, no one will contend, can be main-

tained. . Suppose an express contract made with a party who
shall purchase a book, that he shall not republish it ; this surely
would be binding upon him;

So, if the bookseller should give a like notice of the author’s
claim, and a purchasé of a book made without any express
stipulation not to republish, the law would imply an assent to
the condition. And any circumstances from which such an
undertaking could be reasonably inferred, would lead to the
same legal consequences. The nature of the property, and the
general purposes for which it is published and sold, show the
use which is to be made of it. The usual and common object
which a person has in view in'the purchase of a book is. for the
instruction, information or entertainment to be derived from it,
and not for -republication of the work. It is the use of it for
these purposes which is implied in the sale and purchase. 'And -
‘this use-is in subordination to the antecedent and hxgher right
of. the author ; and comes strmtly within the maxxm, sic utere
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tuo ut alienam non leedas. . ‘But the case is not left to rest on

~ any implied notice of the author’s claim, and the conditions on'.
which he makes it public.” This is contained on the title page
of the very book purchased, and cannot be presumed to escape
the notice of the purchaser. - It is there, in terms, announced,
that the author claims the right of publication ; and whoever
purchases, therefore, does it with notice of such claim, and is
bound to mse it in subordinaiion thereto. Mr Justice Yeates
admits, that every man is éntitled to the fruits of hisiown labour ;
but that he can be entitled to it only, subject to the general
rights of manklnd, and the general rules of property ; and that .
there must be a limitation to such right, otherwise the rights of
others are infiinged. 'The force of sucb limitation upon the
right, is not readily pelcelved If the tight exists, it is'a com-
mon law right, growing out of the natural justice of the case;
being the result of a man’s ownlabour. He thinks the statute
of Anne fixes a just limitation. But suppose no statute had
been passed on the subject ; where would have been the limita--
tion? The right existing, who would have authority to say

“where it should end? - It must necessarily be without limit-
ation, and it is'no infringement of the rights of others. "They
enjoy it for the purpose intended, and according to the nature
of the property. The purchaser of the book has.a right to all
the benefit resulting from the information or amuseiment he can
derive from it. And if, in consequence thereof, he can write a
book on the same subject, he has a right so.to do. But thisis
a very different use of the property from the taking and pub-

lishing the very language and sentiment of the author; which

constitute the identity of his work.

Mr Justice Yeates puts the effect of a publication upon the
ground of intent in the author. . The act of publication, says
he, when voluntarily done by the author, is virtually and
necessarily a gift to the public. And he must be deemed to
have so intended it. But no such intention can surely be in-
ferred, when the contrary intention is inscribed upon the first
page of the book, which cannot escape notice.

"The case of Percival v. Phipps, 2 Ves. and Beam. 19, re-
cognises the nnphed prohibition against publishing the work
of -another, arising from the very nature of the property. It
‘was held in that case, that private letters, having the character
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of literary composition, were within the spirit of the act pro-
tecting hterary property, and that by sending a letter, the wri-
ter did not give the receiver authority to publish it; and this is
the doctrine of Lord Hardwicke in Pope v. Carl, 2 Atk. 342,

where it is said that familiar letters may form a literary com-
position, in which the author retains his copyright, and does
not, by sending them to the person to whom they are addressed,
authorise him or a third person to use them for the purpose of
profit, by publishing them against the interest and intention of
the author. That by sending the letter, though he parts withr
the property of the paper, he does not part with the property
of copyright in the composition.

But how stands the case, with respect to the effect of publi-
cation by the author, according to Mr Justice Yeates’s own rule.
He says, “in all abandonments of such kind of property, two
circumstances are necessary,” an actua relinquishing the
‘possession, and. an infention to relinquish it. *That the author’s
name being inserled in the title page is no reason against the
abandonment ; for many of our best and noblest authors have
published their works from more generous views than pecuni-
ary profit. Some have written for fame, and the benefit of .
mankind.  That the omigsion »f the author’s name can make
no difference; for if the property be absolutely his, he has no
occasion to add his name to the title page. He cannot escape,
it seems, from calling the copyright property, although a mere
idea ; and resorts again to his favourite theory, that it has no
indicia, no distinguishing marks to denote his proprietary in-

terest therein; and hard, says he, would be the law, that
~ should adjudge a man guilty of a crime, when he had no possi-
bility of knowing that he was doing the least wrong to any
individual. That he could not know who was the proprietor
of these intellectual ideas, they not having any ear-marks
upon them, or tokens of a particular proprietor.

If, as Mr Justice Yeates admits, it is a question of intention
whether the author meant to abandon his work to the public,
and relinquish all private or individual claims to it, no possible
doubt can exist as to the conclusion in the present case.
Would a jury hesitate a moment upon the question under the
evidence before the court 9 The right set up and stamped upon
the title page of the book, shuts. the door against any infer-
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ence, that the publication was intended to be a gift to the
publie. ,

Mr Justice  tes admits, that solong asa literary composi-
tion is in man  :ipt, and remains under the sole dominion of
the author, it is his exclusive property. It would seem, there-
fore, that the idea when once reduced to writing, is susceptible
of identity, and becomes the subject of property. But pro-
perty without the right to use it, is empty sound, says Mr
Justice Aston in Miller v. Taylor. And, indeed, it would
seem a mere mockery for the law to recognize any thing -as’
property, which the owner could not use safely and securely
for the purposes for which it was intended, unless interdicted,
by the principles of morality or public pelicy.

It is not necessary that I should go into any particular exa-
mination of the construction of the statute of Anne,. or. to
what extent it may affect the common law right of authors in
England ; because, as I shall hereafter show, that statute was
never considered in force in Pernsylvania. 'The mere common
law -right, uninfluenced by that statute, is alone drawn in
question under this branch of the case. And the decision in
the case of Miller v. Taylor, would seem to put that question
at rest in England; at that day. Mr Justice Yeates, in aid of
his opinion, relied much upon that statute : arguing that from
the title, which is an “act for the encouragement of learning
by vesting the coples of printed books in the authors or pur-
chasers of such coples durmg the times therein mentioned ;”
and from the provision in the act, that the sole right should be
vested, &c. for twenty-one years and no longer; the . right
was created, and limited by the act, and did not rest. upon the -
common law. The other three judges, however, maintained,
that an author’s right was not derived from the statute, but .
that he had an original perpetual common law right and pro-
perty in his work, and that the statute ‘was only cumulative,
and giving additional remedies for a violation of the right,
That the pleamble in the act proceeds upén the ground of a
right of property in the author having been violated ; and that
the act was intended as a confirmation of such right. And
that from the remedy enacted against the violation of the
right being only temporary, it might be argued, that it afforded
an implication, that there existed no right but what was
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secured by the act. To guard against which, there is an
express saving in the ninth section of the act. “Provided that
nothing in this act contained, shall extend or be construed to
-extend either to prejudice: or confirm -any right, that the said
universities or any of them, or any person or persons, have or
claim to have to the printing or reprinting, any book or copy
already printed or hereafter to be printed.”  That the words
any right, manifestly meant-any other right, than the term
secured by the act. "It may be observed here, that whatever
may be the just weight to be given to the term ¢ vested” and
the words “ no longer,” as used in the statute of Anne, and so
much relied on by Mr Justice Yeates, have no application to
our acts of congress ; no such-term or provision being used. A
writ of error was brought in this case of Miller v. Taylor, but
afterwards abandoned, and the law was considered settled,

until called in question in Donaldson v. Beckett, 4 Burr. 2408,
which came before the house of lords. in the year 1774, upon
an appeal from a decree of the court of chancery, founded
upon the judgmentin Miller v. Taylor.

Upon this appeal certain questions. were plopounded to the
twelve judges.” Tuord Mansfield, however gave no opinion, it
being very unusual, as the reporter states, from reasons of
delicacy, for a peer to support his own judgment upon appeal
to the house of lords. This statement necedsanly implies,
however, that he had not changed his opinion. There were,
therefore, eleven judges who voted upon the. questions...

One of the questions propounded was : whether, at common
law, an author of any book or literary composition, had the
sole right of first printing and publishing the same for sale, and
naight bring an action against any person who printed, pub-
lished and sold the same without his consent.

“Upon this question ten voted in the affirmative, and one in
the negative.

Another question ‘was: if the author had such right ongl-

nally, did the law take it away, upon his printing and publishing
such book or literary composition, and might any person, after-
wards, reprint and sell, for his own benefit, such book or lite-
rary composition, against the will of the author..

Upon this.question seven were in the negative, and four in
‘the affirmative.
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The vote upon these two questions settled the point, that,
by the common law, the author of any literary composition,
and his assigns, had the sole right of puntmg and publishing
the same in perpetuity.

Another question plOpOlmded was: if an action would

have lain, at common law, is it taken away by the statute of
Anne? and is an author, by the said statute, precluded from
every remedy, except on the foundation of the siatute, and on
the terms and conditions prescribed thereby ?
* Upon this question, six voted in the affirmative, and five in
the negative ; and it will be perceived, that if Lord Mansfield
had voted on this question, and in conformity with his opinion
in Miller v. Taylor, the judges would have been equally di-
vided.

That the law in England has not been considered as settled,
in conformity with the vote on this last question, is very cer-
tain. For it is the constant practice, in chancery, to grant
injunctions to restrain printers from publishing the works of
others, which practice can only be sustained on the ground
that the penalties given by the statute, are not the only reme-
dy that can be resorted to. In Miller v. Taylor, Lord Mans-
field says, the whole jurisdiction exercised by the court of chan-
cery, since 1710, the date of the statute of Anne, against.
pirates of copies, is an authority that authors had a property
- antecedent, to which the act gives a temporary additional se-
curity. It can stand upon no other foundation. And in the
case of Beckford v. Hood, 7 Term Rep. 616, it was decided,
that an author whose work.is pirated before the expiration of
the time limited in the statute, may maintain an action on the.
case for damages, against the offending party. Lord Kenyon
says, the question is, whether the right of property being vested
in authors for certain periods,.the common law remedy for a
violation of it, does not- attach within the time limited by the
act of parliament. - Within those periods, the act says, that
the author shall have the sole right and liberty of printing, &c.
Thus the statute having vested that right in the author, the
common law gives the remedy: by action in the case for viola-
tion of it; and that the meaning of the act in creating the
penalties, was to give an accumulative remedy. Aund in
this all the judges concurred. And Mr Jistice Grose ob-
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serves, that in the great case of Miller v. Taylor, Mr Justice
Yeates gave his opinion against the common law right of
authors ;- but he was decidedly of opinion, that an exclusive
right of property was vested by the statute for the time limit-
ed; and he says, that by "the desision in the house of lords of
Donaldson v. Beckett, the common law right of action is not
considered as taken away by the statute of Anne, but that it
could not be exercised beyond the time limited by that statute :
and it is worthy of notice that this action on the case, for
damages, was sustained, although. the work was not entered
at Stationers Hall, nor the author’s name affixed to the first
publication. 'This, Lord Kenyon observes, was to serve as a
notice and warning to the public, that none might ignorantly
incur the penalties and forfeitures given against such as pirate
the works of others. But calling on a party who has injured
the civil property of another, for a remedy in damages, cannot
properly fall under the description of a forfeiture or penalty.

From this view of the law, as. it stands in England, it is
very clear that, previous to the statute of Anne, the perpetual
common law right of authors, was undisputed. That after that
statute, in the case of Miller v. Taylor, it was held, that this
common law right remained unaffected by the statute, which
only gave a cumulative remedy. That the subsequent case of
Donaldson v. Beckett, limited the right to the times mentioned
in the statute. But that for all violations of the right during
that time, all the common law remedies continued, although
no entry of the work at Stationers Hall had been made, ac-
cording to the provisions of ihe statute. Such entry béing
necessary, only for the purpose of subjecting the party violating
the right, to the penalties given by the act.

I do not deem it necessary particularly to inquire, whether, as
an abstract question, the same reasons do not exist for the pro- -
téction of mechanical iuventions, as the production of mental
labour. The inquiry is not, whether it would have been wise
to have recognized an exclusive right to mechanical inventions.
It is enough, when we are inquiring what the law is, and not
what it ought to have been, to find that no such principle ever
has been recognized by any judicial decision. The argument
was urged with great earnestness by Mr Justice Yeates in Mil-
ler v. Taylor, but repudiated by Lord Mansfield and the other
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Judges.  With respect to copyrights, hiowever, the law has been
considered otherwise ; and the-original conymon law right fully
established, though modified in some respects by the statute of
Anne, :

I shall proceed, now, to some notice of the light in which
copyrights have been viewed in this country.

It appears from the journals of the old congress (8 Jour-
nals 257), that thie question was brought before that body by
sundry papers and memorials on the subject of literary property;
and which ‘were referred to a committee, of which Mr Madison-
was one ; and an the 27th of May 1783, the following resolu«
tion was reported and adopted.

4 Resolved, that it.be recommended to the several states, to
securd to the authors or publishers of any new beoks not hith«
erto printed, being citizens of the United States, and to their
executors, administrators and assigns, the copyright of such
books for a, certain time, not less than fourteen years from the
first publication ; and to secure to-the said authors, if they shall
survive the term first mentioned; and to their executors, ad-
ministrators and assigns, the copyright of such books for anether
term or time, not less than fourteen years ; such copy or exelu-
sive-right of printing, publishiig and vending the same, to be
secured to the original authors or publishers, their executors,
administrators and assigns, by such laws and such restrictions,
as to the several states may seem proper.”

‘This right is here treated and dealt with as property already
existing; and not as creating any thing which had previously no
being. It is spoken of as something tangible, that might pass
to -execulors and administrators, and transferable by assign.
ment. . And the recommendadtion to the states was; to pass lawg
to secure such right. ' '

- It must be presumed, that congress understood the light in

which this subject- was viewed in the mother country. And

it is deserving of notice, that Mr Madison, one of the commit-

. tee, afterwards wrote the number in the Federalist, where this
subject is-discussed ; and where it is expressly asserted, that this
hag been adjudged in England to be a right at common law.

 And it is worthy of remark also, that 1o mention is here
made of any right in mechanical inventions : and although the
arts and sciences are connected in.the same clause in the con-
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stitution, and placed under the legislative power of congress, it
does not, by any means follow, that they were considered as
standing on the same footing.

Several of the states had already passed laws on this subject ;
and many others, in compliance with the recommendation of
congress, did the same.

* The state of Massachusetts, as early as March 1783, passed
a-law, entitled, “an act for the purpose of securing to authors,
the exclusive right and benefit of publishing their hterm ¥ pro-
ductions for twenty-one¢ years.” The preamble to this act
shows, in a strong and striking manner, the views entertained
at that day in this enlightened state, of the valite of this right.
“ Whereas, the improvement of knowledge, the progress of -
-~ civilization, the public weal of the community, and the ad-
vancement of human happiness gleatly depend on the efforts
of learned and ingenious persons, in the various arts and sci-
ences ; as the principal encouragement such persons can have,
to make great and beneficial exertions of this nature, must
. exist in’ the legal security of the fiuits.of their study and
industry, to themselves; and as such security is. one of the
natural rights of all men, there being no property more peculi-
arly a man’s own, than that which is produced by the labour of
his mind : - therefore, to encourage learried and. ingenious per-
sons to write useful books, for the benefit of mankind, be it
“enacted,” &c. The act then proceeds to declare, that all books,
treatises and other literary works, &c. -shall be the sole pro-
perty of the author or authors, being subjects of the United
States of America, their heirs-and assigns, for the full and
complete term of twenty-one years from the -date of theirfirst
publication. And certain penalties are affixed to a violation: of
the right, with a proviso, that the act shall not be construed to
extend in favour, or for the benefit of any author, or subject of
any other of the United States, until the state of which such
author is a subject, shall have passed similar laws for securing
to auihors the exclusive right and benefit of publishing their
literary productions. 1 Laws Mass. 94.
~ This act recognizes in the fullest and most unqualified man-
ner,-the natural right which an author has to the productions
and labour of his own mind. And it is worthy of notice, that
the act does not recognize as a natural right, orin any manner
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prowde for the protectlon of mechanical inventions; thereby
showing the distinction between mental and manual labour in
‘the view of that legislature, although it is. now attempted to
put them on the same footing.

The state of Connecticut had, previously, in the same year
(January 1783), passed an act for the encouragement of liter-
ature and genius, containing the following preamble: “whereas
it is perfectly agreeable to the principles of natural justice and
equity, that every-author should be secured in: receiving the
profits that may arise- from the sale of his works ; and such
security may encourage men of learning and genius to publish
their writings, which may do honour to their couatry, and ser-
vice to mankind.” Certain provisions are then made for the
security of such right, which it is innecessary here to be par-
ticularly noticed.

There is a like provise as in;the Massachusetts act: that
the benefit of the law is not to extend to authors, inhabitants
of, or residing in otherstates, until such states have passed simi-
lar laws. Statutes of Conn. 474. This law is also confined
to literary productions, and in no mannetr extending to mechani-
cal labours.

In the colony of New York, in the year 1786, a law “to
promote literature” was passed, reciting, “whereas, it is agree-
able to the principles of natural equlty and justice, that every
author should be secured in receiving’the profits that may arise
from the sale of his works ; and such security may encourage
persons of learning and genius to publish their writings, whick
may do honour to their country,-and service to mankind ;” and
then making provision, for securing to authors the sole right of
printing, publishing and selling their works for fourteen years.
With a proviso to the fourth section of the act, recognizing a
common law right ; butleaving it 6pen and nnaffected in cases
not coming within the act : viz., * provided, that nothing in.
this act shall extend to, affect, prejudice or confirm the rights
-which any person may have to the printing or publishing of
any books or pamphlets at common law, in cases not mentioned
in this act.”
~ The state of Virginia also, in the year 1785, passed a similar
law, for securing to authors of literary works, an exclusive pro-
perty therein, for a limited time. 1 Rev. Code 534. Like
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laws for the same purpose were passed by other states, which
are not necessary here to be noticed; enough having been re-
ferred to, to show the light in which. literary property was
viewed in this country ; and that such laws were passed, with
a. view 1o protect and secure a pre-existing right, founded on
the eternal rules and prineiples of natural right and justice,
and recognized by the common law.

But under the existing governments of the United States,
before the adoption of the present constitution, adequate pro-
tection could not be given to authors throughout the United
States, by any general law. It depended on the legislatures
of the several states ; and this led to the provisions in the pre~
sent constitution, giving to congress power ‘to promote the
progress of science and the useful arts, by securing, for limited
times, to authors aund inventors, the exclusive right to their
respective writings and discoveries.” Constit. art. 1, sect. 8.

It has been argued at the bar, that as the prometion of the
progress of science and -the useful arts, is here united in the
same clause in the constitution, the rights of authors and - in-
‘ventors were considered as standing on the same footing ; but
this, I think, is 4 non sequitur. This article is-to be construed
distributively, and must have been so understood ; for when
congress came to execute this power by leglslatlon, the sub-
jects are kept distinct, and very different provisions are made
respecting them.  All the laws relative to inventions, pur"port
to be acts to promote the progress of the useful arts, They do
not use any language which implies or presupposes any existing
prior right fo be secured ; but clearly imply that the whole ex-
¢lusive right is created by the law, and ends with the expira-
tion of the patent. The first law, passed in the year 1790,
1 Story’s Ed. 80, requires that the specification shall be so par-
ticular, as not only to-distinguish the invention or discovery
“from other things before known and used, but also to enable a
wotkman, or other person, skilled in the art or manufacture,
to make, construct, or use the same, to the end that the public
may have the full benefit thereof, after the expiration of the patent
term. This is the consideration demanded by the public, for
the protection during the time mentioned in the patent ; and
the books furnish no case, that I am aware of, where an ac-~
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tion has been attempted to be sustained upon any supposed
common Jaw right of the inventor. '
But the case is quite different with respect to. copyrights.
All the laws on this subject purport te be made for securing to
authors and proprietors such copyright. They - presuppose
the existence of a right, which is to be secured, and not a
right originally created by the act. The security provided by
the act is for a limited time. But there is no intimation that
at the expiration of that time the copy becomes cominon, as in
the case of an invention. The right, at the expiration of ttre
time limited in the acts of congress, is left to the common law
protection, without the additional security thrown around it
by the statutes; and stands upon the same focting as it did
before the statutes were passed. The protection for a limited
time by the aid.of penalties, against-the violators of the right,
proceeds upon the ground that the author, within that time,
can so multiply his work, and reap such profits therefrom, as
to enable him to rest upon his common law right, without the
“extraordinary aid of penal laws.

* In ‘the Federalist, No. 43, written by Mr Madison, who re-
ported the resolution referred to, in the old congress, this clause
in the eonstitution is under consideration, and the writer ob-
serves : that the utility of this power will scarcely be questioned.
The copyright of awthors. has been .solemnly adjudged in Greal
Britain, to be a right at common law. The right to useful in-
ventions seems, with equal reason, to belong to the inventors. .
The public good fully coincides, in both cases, with the claims.
of individuals. The states cannot separately make effectual
provision for ei*her of the cases; and most of them have anti-
cipated the decision of this point, by laws passed at the instance
of congress.

Although it is here said, that the right to useful inventions
seems with -equal reason to belong to the inventors, as the.
copyright to authors: yet it is not pretended that the' com-
mon law equally recognises them. But the contrary is neces-
sarily implied, when it is. expressly said that the copyright has
been adjudged to be a commnon law right, but is silent as to
inventors® rights.

The common law rlght of ‘authors is expressly recognised
by Mr Justice Story in his Commentaries. In- noticing this
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‘article in the constitution, he says, * this power did not exist
~under the confederation, and its utility does not seem to have
been questioned.. The .copyright of authors in their works
had, before the revolution, been decided in Great Britain to be
a common law right, and it was regulated and limited under
statutes passed by parliament upon that subject.” 3 Story’s
Com. 48. - If these statutes do not affect the right in the case
now before the court, it remains and is to be viewed as a com-
mon law right.
The judge in the court below, who decided this case, seems
to place much reliance on what he considers a doubt, sug-
- gested hy Chancellor Kent, as to the existence of the common
law right. Let us see what he does say: It was,” says he,
«for some time the prevailing and better opinion in England,
that authors had an ¢xclusive copyright at common law, as
permanent as the property of an estate ; and that the statute of
~ Anne, protecting by penaltirs that right for fourteen years,
was only an additional sanction, and made in affirmance of
the common Iaw. This point came at last to be question'ed
and it became the subject of a very serious litigation in the
“court of king’s bench. It was decided in Miller v. Taylor,
1769, that every author had a commeon law right in perpetuity,
independent of statute, to the exclusive printing and publish-
ing his original cornpositions. The court was not unanimous,
and the subsequent decision of the house of lords, in Donald-
son 'v. Beckett, in February 1774, settled: this very litigated
question against the opinion of the kmg s bench, by establish-
ing, that the common law right of action; if any existed, could
not be exercised beyond the time limited by the stafute of
Anne, 2 Com. 375, second ed. It is -here fully admitted, that
by the decision in Miller v. Taylor, every author had a com-
mon law right in perpetuity, to the publishing’ of his original
composition. And, if it was intended to intimate, that the
subsequent decision, in Donaldson v. Beckett, overruled this
decision, ‘as to the common law right ; I apprehend, this' must
be a mistake, according to the report of the case in 4 Burr.
I understand the decision then was, by ten of the judges,
that-at common law an author had the sole right of first print--
. ing and publishing his work, and by seven jadges to four, that
such right continued after his first publication. . It is true, it



JANUARY TERM 1834. 687

[thai;on_ and Donaldson v: Peters and Grigg.]

was decided by six to five of the judges, that the common law
" right of action could not be exercised beyond the time limited
by the statute of Anne. But with the construction of this
statute, we have no concern, if it was not in force in Pennsyl-
vania. The settlement of the common law right is the ma-
terial point, and that is admitted, by Chancellor Kent, to have
been decided in favour of the author. There is certainly con-
siderable obscurity in the report of this case, as to how far it
has modified the .common law remedy: this arises probably
from the manner in which the questions were propounded by
the house of lords Lo the judges.

I do not perceive how it becomes necessary in this case (o
decide the.question, whether we have here any code of .laws,
known and regarded as the common law of the United States.
This case presents a question respecting. the right of property,
and:in such cases the state laws form fhe rules of decision in
the courts 6f the United States; and the case now before the
court must be governed by the law of copyright in the state of
Pennsylvania. The complainants, though citizens of New
York, arc entitled to the benefit of those laws for the protec-

.tion of their property ; and have a right to prosecute their suit
in the courts of the United States.

If by the common law of England, an author has the copy-
right in. his literary compositions, it becomes necessary to
inquire whether that law is in force in the state of Pennsyl.
vania. _ _ .

It was very properly admitted by the -court below, on the
trial of this cause, that when the American colonies were first
setiled by our ancestors, it was held as well by the settlers, as -
by the judges and lawyers of England, that they brought
with them, as a birthright and inheritance, so much- of the
common law as was applicable to their local situation and
change of circumstances; -and that each colony judged for
itself, what. parts of .the common law were applicable to its
new condition. Mr Justice Story recognisés the same princi-
ple in his Commentaries, vol. 1, 137 to 140. Englishmen,
says he, removing to another country, must be deemed to
<carry with them those rights and privileges which belong to
them in their nativé country ; and that the plantations formed
in this country were to be deemed a part of the ancient domin-
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ions, and the subjects inhabiting them to belong to a common
country, and to retain their former rights and privileges. That
the universal principle has been (and the practice has con-
formed to 1t), that the common law is our birthright and
inheritance, and that our ancestors brought hither with them,
upon their immigration, all of it which was applicable to their
situation. . The whole structure of our present jurisprudence
.stands upon the otiginal foundation of the common law. The
old congress, in the year 1774, unanimously resolved, that the
_respective colonies are entitled to the common law of England.
1 Story’s Com. 140, and note.

The colony of Pennsylvania was settled about the year
1682 ; at which periol, and down to the. time of the case of
Miller v. Taylor, 1769, the whole course of the British govern-
ment, as well in parliament, as in the star chamber, and court
of chancery, proceeded, in relation to the regulation of copy-
rights, upon the ground of an existing common law right in
authors : and which was so universally acknowledged, that it
was not contested it a court of justice until that case ; and then
solemnly, and upon the most mature deliberation, decided 10
be a common law right, notwithstanding the statute of Anne
passed in the year 1710. And the subsequent decision of
Donaldson v. Beckett, turned entirely upon the construction of
that act, which it-was supposed limited the remedy to the time
prescribed in the act for the protection of the copyright. So
that at the time of the settlement of Pennsylvania, and for
nearly a century thereafter, the common law right with all
~ the comn on law remedies attached to it, was the received and
acknowledged doctrine in England.  And if the common law
wags brought.into Pennsylvania by the first settlers, the law of
" copyright formed a part of it, and was in force there, and has
50 continued ever since, not having been abolished or modified
by any legislature in that state, But the existence of the com-
mon law in Pennsylvania, is not left to inference. upon the
‘general principles applicable to emigrants. before alluded to ;
there is positive legislation on. the subject.

We find, as early as the year 1718, a law in that colony
with a fecital, ¢ whereas kirg. Charles 1L, by his royal charter
to, William Penn, for ‘erecting this country into a ‘province.
did ‘declare it to be-his will and pleasure, that the laws for re-
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gulating and governing of property, within the said. province,
as well for the descent and enjoyment of lands, as for the en-
joyment and suecession of goods and. chattels, and likewise as
to felonies, should be and continue the same as they should
be, for the time being, by the general course of the law in the
kingdom of England, until the said laws shall be altered by
the said William Penn, his heirs and assigns, and by the free.
men of the said province, their delegates or deputies, or the
greater part of them : and whereas it is a settled point, that as
the common law is the birthright of all English subjects, so it
ought to be their rule in the British dominions. But acts of
parliament have been adjudged not to extend to these planta-
tions, unless they are particularly named as such : now, there-
fore,” &c.: and certain statutes relating to erimes are adopted;
and this question came under the consideration of the supreme
court of that state, in the case of Morris’s Lessee v. Van Dorin,
1 Dall. 64, in the year 1782, and Chief Justice M’Kean, in
pronouncing the judgment of the court, says: this state has -
had her government for above a hundred years, and it is the

opinion of the court, that the common law of England has

always been in force in Pennsylvania. That all statutes

made in Great Britain before the settlement of Pennsylvania, .
have no force here, unless they are convenient, and adapted to

the circumstances of the country ; and that all statutes made

since the settlement of Pennsylvania, have no force here, unless

the colonies are particularly named; and he adds, that the

spirit of the act of 1718 supports this opinion.

With respect to English statutes which have been considered
-in force in Pennsylvania, we have the most satisfactory evi-
- dénce in the report of the judges of the supreme court of that
state, made under an act of the legislature. passed April 7th,
1807, 3 Binn. 395, by which the judges were required to exa-
mine, and report,. which of the English statutes are in force in
that commonwealth ; and upon this subject the report states:
“ with: respect to Enghsh statutes, enacted since the settlement
of Pennsylvania, it has been assumed, as a principle, that they
do not extend here, unless they have been recognized hy our
- acts of assembly, or adopted by long continued practice in
courts of justice. ~'Of the latter description there are very few ;
and those, it is:supposed, were intr oduced from a sense of theu
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evident utility. As English statutes, they had no obllgatmy
force ; but, from long practice, they may be considered as incor
porat_ed with the law of our country.”

From this review of the law, I think I have shown, that, by
the common law of England, down, at least, to the decision in
the case of Donaldson v. Beckett, an author was considered as
having an exclusive right, in perpetuity, to his literary compo-
sitions. That this right, as a branch of the common law, was
brought into Pennsylvania with the first settlers, as early as
the year 1682. That whatever effect and operation the sta-
tute of Anne may have been deemed to have. had upon the
common law in England, that statute never having been in
force in Pennsylvania, the common law right remains unaf-
fected by it. And with this view of the law, and the rights of
an author, I proceed to consider the acts of congress which
have been passed on this subject.

Observing, in the first place, that we aré bound to presume
that congress understood the nature and character of this
claim of authors to the enjoyment of the fruits of their literary
labours, and the ground upon which it rested. This.is useful
and necessary, to conduct us to a right understanding of their
legislation. A knowledge of the mischief is necessary, to a
just and correct view of the remedy intended to be applied.

But the knowledge of congress on this subject is not left
open to presumption. The question, as to its being an exclu-
sive and perpetual xight, was brought directly to the view of
congress,

Three acts have been passed on this subject; ahd being not
only-in pari materia, but connected with each other by their
very titles and objects, are to be construed together, and ex-
plained by each other. ’

The last act on the subject was passed in the year 1831, and
is entitled ““an act to amend the several acts respecting copy-
rights, approved February 3d, 1831.” And the report of th.:
Judlcmry committee, to whom the subject was referred, shows
in what point of light the sub)ect was presented to congress.

- Your committee, says the report, believe that the just ¢laims
- of authors, 1equlre from our legislation a protection, not less
than what is proposed in the bill reported. From the first
principles of proprietorship in property, am author has.an éxclusive
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and perpetual right, in preference to any other, to the fruits of
his labour. Though the nature of literary property is peculiar,
it is not the less real and valuable. If labour and effort in pro-
ducing what before was not possessed or known will give title,
then the literary man has title, perfect and absolute, and should
have his reward.

The object of thé law, and to which the attention of congress

“was specially drawn, was the protection of property ; claimed and
admitted to be exclusive and perpetual in the author.

It may be useful, preliminarily, to notice a few of the settled
rules by which statutes.are to be construed.

Inconstruing statutes, three points are to be regarded; the old
law, the mischief, and the remedy ; and the construction should
be such, if -possible, tosuppress the mischief, and advance the
remedy. 1 Bl Com. 87 ; Bac. Ab. Stat. 1, pl. 31, 32.

An affirmative statute does not abrogate the common law.

If a thing iy at common law, a statute cannot restrain it,
unless it be in negative- words. Plowd. 113 ; 2 Kent’s Com.

462 ; 2 Mason 451 1 Inst. 111, 115; 10 Mod 118. Bac.
Abr. Stat.. 9. ,

‘Where a statute gives a remedy, where there was one by the
common law, and does not imply a negative of the common
law remedy, there will be two concurrent remedies. In such
case, the statute remedy is accumulative. 2 Bac. 803, 805 ;
2 Inst. 200 ; Com. Dig. Action upon Statute 6.

* Considering the commion law right of the author ¢stablished,
and with these rules of construing statutes kept in view, I pro-
ceed to the consideration of the acts of congress,

The first law was passed in the year 1790 (1 vol. Story’s ed.
of Laws of United States 94), and is entitled, *““an act for the
encouragement of-learning, by .securing the copies of maps,
charts and books, to the authors and proprietors of such copies, _
during the times therein mentioned.” '

The first section. declares, that the author of any book or
books already printed, being a-citizen of the United States, and
who hath not transferred the copyright to any other person, and
any other person, being a citizen of the United States, &c. who
hath purchased, or legally acquired the copyright of such book;
in order to print, reprint, publish or vend the same, shall have
the sole nght and liberty of pnntmw reprinting, publishing and
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vending the same, for fourteen years from the recording the title
thereof in the cletk’s office, as hereinafter directed. The like.
provision is made, with respect to hooks or manuscripts not
printed, or thereafter composed. The title, and this section of
the act, obviously consider and treat this copyright as property ;
something that is capable of being transferred ; and the right
“of the assignee is protected equally with that of the author;
and the object of the act, and all its provisions purport to be for
securing the right. Protection is the avowed and real purpose
for which it is passed. There is nothing here admitting the
construction, that-a new right is created. The provision in no
way or manner deals with it as such. It in no mapner limits
‘or withdraws from the right, any. protection it before had. It
is a forced and unreasonable interpretation, and in violation of
oll the well settled rules of construction, to consider it as re-
stricting, limiting or abolishing any pre-existing right. Siat-
utes are not presumed to make any alteration in the common
law, further or otherwise, than the act expressly declares.
“And, therefore, when the act is. general, the law presumes it
did not intend to make any alteration ; for if such was the
intention, the legislature would have so expressedit. 11 Mod.
148 ; 19 Vin. 512, Stat. E. 6, pl. 12.  And hence the rule is
laid down in Plowden, if a thing is at common law, a statute
cannot restrain it, unless it be in negative words. . Itisin every
sense an affirmative statute, and does not abrogate the common
law,

The cumulalive security or protection given by the statute,
attaches from the recording of the title of the book in the clerk’s
office of the district court where the author or proprictor shall reside.
If the statute should be considered as creating a new right,
that right vests upon recording the title. - This is the only pre-
requisite, or condition precedent, to the vesting the right.
Whatever it is that is given by the statute, and the other
requirements in the third and fourth sections, of publishing in
the newspaper within two months from the date of the record,
and delivering a copy of the book to the secretary of state
within six months from the, publication ; cannot be construed-
as prerequisites or conditions precedent to the vesting. ~ These
provisions cannot be considered in any other light than as
directory. In no other view can these sections of the law be
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- made consistent with the provisions.of the first section. The
benefit of the act, so far as respects the exclusive right, takes
effect from the time of recording the title in the clerk’s office :
but the publicution in the newspaper may be made at any
time within two months, and the copy delivered to the secre-

tary of state within'six months, What would be the situation
of the author if his copyright should be violated before the

- expiration of the time allowed him for these purposes? Would
he have no remedy? The second section declares in terms,
that if any person, from and after the recording the title, shall,
without the consent of the author or proprietor, print or reprint,
&c., he thereby incurs the penalties given by the act. Both
the right and the remedy therefore givenby the act, attach on
the recording of the title. And this construction is not at all
affected by any thing contained in the third section of the act ;
which declares that no person shall be eatitled to the beneﬁ't
of this act, unless he shall have deposxted a printed copy of the
title in the clerk’s office. This is in perfect harmony with the
first and second sections; and although the requirement to
publish a copy of the record in the newspaper is in the same
section, it is in a separate and distinct clause, and no niore
required to be considered a prerequisite, than if it was in a dis-
tinct section: and so it was considered by Mr Justice. Wash-
ington in Ewer v. Coxe, 4 Wash. C. C. Rep. 490 ; and he also
in that casé considered the requirement in the fourth section
to deliver a copy to the secretary of state-as directory, and not
as a condition : and indeed the result of his opinion was, that
if the author’s copyright depended upon the act of 1790, it
would be complete by a deposite of a copy of the title in the
clerlc’s office.  But that the act of 1802 not only added another
requisite; viz. causing a copy of the record to be inserted at
full length in the title page, but made the publication in the
newspaper, and the delivery of a copy of the book to the secre-
tary of state, prerequisites, although not made so by the act of
1790. M Justice Washington is fully supported in his con-
struction of the act of 1790 by the case of Nichols v. Ruggles,
3 Day 145, decided in the supreme court of errors of the'state
of Connecticut, where it is held, that the provisions of the
statute, which require the author to publish the title of his
boolt in a newspaper, and (o deliver a. copy of the waik (o the
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secretary of state, are merely directory, and constitute no part.
of the essential requisites for securing the copyright. This
case was decided in the year 1808; and I do not find any refer-
ence to the act 0f. 1802. This can only be accounted for upon
the supposition -hat, in the opinion of the counsel and court,
this act did nov at all affect the construction of the act of

1790 ; for had it been supposed that the act of 1802 made the
publication in a newspaper, and a delivery of a copy of the
work to the secretary of state, prerequisites to the vesting of
the copyright, it would necessarily have led to a different result

" on the motion for a new trial. Judge Hopkinson, who tried
the cause now before the court, thinks the act of 1790 will not
admit of the. construction given to it by Judge Washington;
but that under that act the publication in a newspaper, and
delivery of a copy of the work to the secretary of state, are pre-
requisites to the establishment of the right ; and such I under-
stand to be the opinion of a majority of this court, by which
the construction of the act of 1790 by Judge Washington is
overruled. 1 have already attempted to show that this con-
struction of the act of 1790 cannot be sustained ; nor do I
think that the act of 1802 will aid that construction of the act
of 1790, and in this I understand my brother M’Lean concurs:
so that upon. this question, as to the effect of the act of 1802
upon the act of 1790, the court is equally divided, and the
decision of the cause rests upon-the act of 1790. A brief
notice, however, of the act of 1802, 2 Story’s Ed. Laws U, 8.
866, may not be amiss:

- It purporis so far as it relates to the presént question, to be a
supplement to the act of 1790, and declares that the author or
proprietor of-a book, before he shall be entitled to the benefit of
‘that act, shall, in addition to the requisites enjoined in the
third -and fourth section of said act, give information, by caus-
ing a copy of ‘the record, required to be published in a news-
paper, to be inserted at full length in the title page or in the
page immediately following the title page of the book. It is
to be observed, that this purports to be a supplementary act,
the office of which is only to add somethingto the original act,
but not to alter or change the provisions which it already con-
tains.. It leaves the original act precisely as it was, and only
superadds to itg provisions the watter of. the supplement ; and
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both, when taken together, will receive the same construction
as if originally 1ncorporated in the same act. This is the
naturel and rational view of the matter. Suppose this new
requ151te had been in the original act, how would it stand 2 If
it was in a separate and distinct section, it would run thus: that
the author, before he shall be entitled to the benefit of this act,
shall insert at full length, in the title page of the bock, a copy
of the record of the title. This could not change the construc---
~ tion of the act as tp the publication in the newspaper, or deli-
very of a copy of the book to the secretary of state. Nor
could it have any such effect, if it followed immediately after
the prerequisite of depositing a printed copy of the title of the
book ip the clerk’s office ; and this would have been the natural
place for the ‘provision, if it had been inserted in the original
act.

Judge Washington, in Ewer v. Coxe, says that the supple-
merital act declares that the person seeking to obtain this right
shall perform this new requisition, in addition to those pre-
scribed in the third and fourth sections of the act of 1790, and
shat he must perform -the whole before he shall be entitled to the
benefit of the-act, - I find.no such declaration in the act. The
second section, which relates to prints, does contain this decla-
ration, but it has no’ apphcauon to-books.

If the act.of 1802 is intended as a legislative construction of
the act of 1790, and is clearly erroneous, it- cannot be binding
upon the court.

The act of 1831, being in. pari materia, may be taken into
consideration in construmg the previous acts which it purports
to amend ;. and we find in this act only two prerequisites im-
posed upon an author, to entitle him to. the benefit of the act,
viz. to deposit ajp»rinted copy of the title of the book in the
clerk’s. office of -the -district court of the district: wherein the
author or propriétor shall reside; and to give information of the
copyright being secured, by inserting on the title page, o the
page immediately following, the -entry therein directed, viz.
““entered according. to the act of congress,” &c. And these
being prerequisites under the former laws, it is fairly to be con-
cluded that they were the only prerequisites, and that the
other requirements are merely directory ;. and if so, the com-
plainants in the court below, have shown all that the acts of
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congress require to vest the copyright. The title has been
recorded in the clerk’s office, and a copy of the record inserted
in the titl¢ page of the book.

But if the complainants in the court below have not made
out a complete right under the acts of congress, there is no
ground upon whmh the common law remedy cah be taken
fiom them. If there be a common law right, there certainly
must be a.common law remedy. The statute contains nothing
in terms, having any reference to the common law right ; and
if such right is considered abrogated, limited or modified by
the acts of congless, it must be by implication; and to so con-
strue these acts, is in violation of the established rules of con-
struction, that where a statute gives a remedy in the affirma-
tive without a negative expressed or implied, for a matter
which. was actionable at common law, the party may sue at
common law, as well as upon the statute. 1 Chitty’s PL. 144.
This isa well settled principle, and fully recognized and adopt-
ed in the case of Almy v. Harris, 5 Johns. Rep. 175.

Whatever effect the statute of Anne may have had in Eng-

land, as to limiting or abridging the common law right there ;
no such effect, upon any sound rules of interpretation; can grow,
out of our acts of congress, There is a wide difference-in the
phraseology of the laws. The statute of Anne contains nega-
tive words. It declares that the author shall have the sole right
and liberty of printing, &c. for the time contained in the sta-
tute, and no longer ; and these are the words upon which the
advocates for the limitation- of the common law right mainly
rest: and it was, for a long time, considered by the ablest judges
in England, that even these strong words did not limit or
abridge the common law right ;- and the question, at this day,
is not considered free from doubt.

This act, and the construction which it had received in Eng-
land, were well known and understood when the act of con-
gress was passed, and no such limitation is inserted or intended,
or any matter at all repugnant to the continuance of the com-
mon law right, in its full extent. These laws proceed on the
ground that the common law remedy was insufficient to protect
the right, and provide additional security, by means of penal-
ties, for the violation of it. Congress having before them the
statute of Anne, and apprized of the douby entertained in
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England as to its effect upon the common law right, if it had
been intended to limit or abridge that right, some plain and
explicit provision to that effect would doubtless have: been
made ; and not having been made, is, to my mind, satisfactory
evidence that no such effect was intended.

If the present action was to recover the penalties given by
the'statute, it might be incumbent on the appellants to show
that all the requirements in the acts of congress had been com-
. plied with. This would be resorting to the new statutory

remedy, and the party must bring himself within the statute,
_in order to entitle him to that remedy. But admitting that the
right depends upon the statute, and is limited to the time
therein prescribed, the remedy by injunction continues during
_ that time. = This is admitted by Mr Justice Yeates, in Miller
v. Taylor. The author, says he, has certainly a property in
“the copy of his book, during the term the statute has allowed ;
and whilst that term exists, it is like a lease, a grant. or any
" other common law right; and will equally entitle him to all
common law rémedies for the enjoyment, of that right. He
may, I should think, file an injunction bill to stop the print-
ing. But I may say with more positiveness, he might bring
an action to recover satisfaction for the injury done, contrary to
law, under the statute, And the same doctrine is laid down
by the whole court, in Beckford v. Wood, 7 Term Rep. 616.
Lord Kenyon says: the statute vests the right in authors for
certain periods; and within those periods, the act says, the
author shall have the sole right and liberty of printing, &c.;
and the statute having vested the right in the author, the
common law gives the remedy, by action on the case for a
violation of it; and that the act, by creating the penahles,
meant to give an accumulative remedy.

The language in the statute of Anne, which is considered
as vesting the right, is the same as in the act of congress. In
the former; it is considered as necessarily implied in the-decla-
ration that the author shall have the sole right during sach
time, &c. And in the act of congress, there is the same
declaration, that the author shall have the sole right of print-
ing, &c. from the time of recording the title in the clerk’s,
office. The right being thus vested at the time, draws after
it the eommon law remedy. And there is rio.mere reason for
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contending, that the remedy given by the statute, supersedes
the common law remedy under the act of congress, than
under the statute of Anne. The statute remedy is through
the means of penalties in both cases.

The term for which the copyright is secured in the case
now before the court has not expired; and according to the
admitted and settled doctrine in -England, under the statute
of Anne, the common law remedy exists during that period.

Upon the whole, in whatever light this case is viewed,
whether as a common law right or depending on the act of
congress, I think the appellants are entitled to the remedy
sought by the bill; and that the decree of the court below
ought to be reversed, the injunction made perpetual, and an
account taken according to the prayer in the bill, without
directing an issue to try any madtter of fact, touching the right,

Mr Justice BaLowin also dissented from the opinion of the
court.

This cause came on to be heard on the transcript of the
record from the circuit court of the United States for the eas-
tern district of Pennsylvama, and was argued by counsel ; on
consideration whereof, it is ordered, adjudged and decreed by
this court, that the judgment and decree of the said circuit
court, in this cause be, and the same is hereby reversed, and
that this cause be, and the same is hereby remanded to the
said circuit court, with directions to that court, to order an
issue of facts to be examined and tried by a jury, at the bar of
said court, upon this point, whether the said Wheaton, as
author, or any other person as proprietor, had complied with
the requisites prescribed by the third and fourth sections of the
said act of congress, passed the 3Ist day of May 1790, in
regard to the volumes of Wheaton’s Reports, in the said bill.
mentioned, or in regurd to one or more of them, in the follow-
ing particulars, viz. whether the said Wheaton or proprietor
did, within two months from the date of the recording thereof
in the clerk’s office of the district court, cause a copy of the.
said record to be published in one or more of the newspapers
printed in the resident. states, for four weeks ; and whether the
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said Wheaton or the proprietor, after the publishing thereof,

did deliver or cause to be delivered to the secretary of state of
the United States, a copy of the same, to be preserved in his

office, according to the provisions of the said third and fourth
sections of the said act, and that such further proceedings be

had therein, as to law and justice may appertain, and in con-
formity to the opinion of this court.



